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1. Is the holder of a European patent 
entitled, pursuant to Article 6(1) of the 
Convention of 27 September 1968 on 
Jurisdiction and the Enforcement of Judg­
ments in Civil and Commercial Matters, 2 to 
bring an action for infringement against a 
number of companies established in various 
Contracting States and belonging to the 
same group before a single court, namely 
that in whose jurisdiction one of the said 
companies is established? 

2. That, in essence, is the question raised by 
the Hoge Raad der Nederlanden (Supreme 
Court of the Netherlands) in connection 
with a dispute between on the one hand two 
individuals domiciled in the United States 
who are the holders of a European patent 
relating to a medical analysis process and 
corresponding equipment and on the other 
hand nine companies of the Roche pharma­

ceutical group established in the Nether­
lands, in other European countries and in the 
United States, arising out of the marketing 
by the latter of certain merchandise that 
allegedly infringes the rights of the holders of 
the patent in question. 

3. A similar question was already referred to 
the Court some years ago by the Court of 
Appeal (England and Wales) (Civil Division), 
United Kingdom, as a result of cross-actions 
(for cessation of patent infringement, then 
for a declaration of non-infringement and for 
revocation of the patent involved) brought 
successively in Netherlands and British 
courts between on the one hand a company 
established under US law that held a 
European patent on medical equipment and 
on the other hand a number of companies 
established in the Netherlands, the United 
Kingdom and the United States. 3 However, 
ultimately, the Court did not rule on this 
point, as the case was removed from the 
register following an amicable settlement of 
the differences between the parties. 4 

1 — Original language: French. 
2 — OJ 1972 L 299, p 32. As amended by the Convention of 

9 October 1978 on the Accession of the Kingdom of Denmark, 
of Ireland and of the United Kingdom of Great Britain and 
Northern Ireland (OJ 1978 L 304. p. 1. and - the amended 
text — p. 77), by the Convention of 25 October 1982 on the 
Accession of the Hellenic Republic (OJ 1982 L 388, p. 1), by 
the Convention of 26 May 1989 on the Accession of the 
Kingdom of Spain and the Portuguese Republic (OJ 1989 
L 285, p. 1) and by the Convention of 29 November 1996 on 
the Accession of the Republic of Austria, the Republic of 
Finland and the Kingdom of Sweden (OJ 1997 C 15, p. 1) (the 
'Brussels Convention'). A consolidated version of the Con­
vention, as amended by these four accession conventions, is 
published i n OJ 1998 C 27, p. 1. 

3 — The case of Boston Scientific ami Others (Case C-186/00). 

4 — Order for removal from the register of 9 November 2000. 
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4. On the other hand, the Court is still seised 
of a question referred for a preliminary 
ruling by a German court, which, although 
very different, is not entirely unconnected 
with the present proceedings. 5 Whereas that 
earlier question has to do with a national 
patent and not a European one, does not 
relate to the conditions for applying Article 
6(1) of the Brussels Convention and does not 
involve a number of defendants but concerns 
solely the scope of the exclusive jurisdic­
tional rule laid down in Article 16(4) of that 
convention with regard to the registration or 
validity of patents, it is nevertheless likely to 
be of interest when examining the current 
question referred. In an action for patent 
infringement, it often happens that the 
validity of the patent is questioned (by the 
defendant in proceedings for infringement or 
by the applicant in an action for a declaration 
of non-infringement), so that it may be 
useful to examine the relationship between 
Article 16(4) and other jurisdictional rules 
contained in the Brussels Convention, such 
as those laid down in Article 6(1). 

I — Legal background 

A — The Brussels Convention 

5. The Brussels Convention was adopted in 
1968 on the basis of Article 220 of the EEC 

Treaty (which became Article 220 of the EC 
Treaty, now Article 293 EC). According to its 
preamble, its objective is to 'strengthen in the 
Community the legal protection of persons 
therein established'. 

6. It is a 'double' convention, in the sense 
that it contains rules not only on recognition 
and enforcement but also on direct jurisdic­
tion that are applicable in the Contracting 
State in which the judgment was given, that 
is to say as from the stage at which the 
judicial decision eligible for recognition and 
enforcement in another Contracting State is 
adopted. 

7. The rules on direct jurisdiction are 
constructed around the principle enunciated 
in the first paragraph of Article 2 of the 
Brussels Convention, according to which, 
'subject to the provisions of this Convention, 
persons domiciled in a Contracting State 
shall, whatever their nationality, be sued in 
the courts of that State'. Hence, if a 
defendant is domiciled in a Contracting 
State, in principle the courts of that State 
have jurisdiction. 

8. In keeping with that logic, the first 
paragraph of Article 3 of the Convention 
adds that 'persons domiciled in a Contract-

5 — I am thinking of Case C-4/03 GAT, pending before the Court, 
which gave rise to the Opinion of Advocate General Geelhoed 
delivered on 16 September 2004. 
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ing State may be sued in the courts of 
another Contracting State only by virtue of 
the rules set out in Sections 2 to 6 of... Title 
[II]'. 6 These rules are of various types. 

9. Some of them are optional. They allow 
the applicant to choose to bring proceedings 
in a court of a Contracting State other than 
that in which the defendant is domiciled. 

10. This is true, in particular, of the special 
jurisdiction rule contained in Article 5(3) of 
the Convention, which provides that, in 
matters relating to tort, delict or quasi-delict, 
the defendant may be sued in the courts 'for 
the place where the harmful event occurred'. 

11. It is also true, in particular, of the special 
jurisdiction rule set out in Article 6(1) of the 
Brussels Convention, according to which 'a 
person domiciled in a Contracting State 
[who should therefore in principle be sued 
in the courts of that State, in accordance 
with Article 2] may also be sued, where he is 
one of a number of defendants, in the courts 
for the place where any one of them is 
domiciled'. 

12. Other jurisdictional rules laid down by 
the Brussels Convention require proceedings 
to be brought in the courts of one Contract­
ing State to the exclusion of any other. These 
provisions, termed 'exclusive' jurisdictional 
rules, include that set out in Article 16(4), 
according to which, 'in proceedings con­
cerned with the registration or validity of 
patents, trade marks, designs, or other 
similar rights required to be deposited or 
registered, the courts of the Contracting 
State in which the deposit or registration has 
been applied for, has taken place or is under 
the terms of an international convention 
deemed to have taken place ... shall have 
exclusive jurisdiction, regardless of domicile'. 

13. Following the entry into force of the 
Convention on the Grant of European 
Patents, signed at Munich on 5 October 
1973, 7 a second paragraph was added to 
Article 16(4) of the Brussels Convention, 
under which, 'without prejudice to the 
jurisdiction of the European Patent Office 
under the [Munich] Convention ..., the 
courts of each Contracting State shall have 
exclusive jurisdiction, regardless of domicile, 
in proceedings concerned with the registra­
tion or validity of any European patent 
granted for that State ...'. 8 

6 — By contrast, under the first paragraph of Article 4 of the 
Brussels Convention, 'if the defendant is not domiciled in a 
Contracting State, the jurisdiction of the courts of each 
Contracting State shall, subiect to the provisions of Article 16. 
be determined by the law of that State'. 

7 — I shall examine this convention (hereinafter referred to as the 
'Munich Convention') in greater detail below. 

8 — These provisions were inserted into the Brussels Convention 
by Article Vd of the protocol annexed to the Convention of 
9 October 1978 on the Accession of the Kingdom of Denmark, 
of Ireland and of the United Kingdom of Great Britain and 
Northern Ireland. 
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14. Because of the binding nature of the 
exclusive jurisdictional rules in Article 16 of 
the Brussels Convention, Article 19 of that 
convention requires that 'where a court of a 
Contracting State is seised of a claim which 
is principally concerned with a matter over 
which the courts of another Contracting 
State have exclusive jurisdiction by virtue of 
Article 16, it shall declare of its own motion 
that it has no jurisdiction'. 

15. In the further development of the set of 
rules attributing jurisdiction, the Convention 
provides for certain procedural mechanisms 
to govern their implementation. These 
mechanisms, which relate to lis pendens 
and related actions, are intended to avoid 
conflicting decisions between the courts of 
different Contracting States. 

16. For example, Article 21 of the Brussels 
Convention, which deals with lis pendens, 
provides that where proceedings involving 
the same cause of action and between the 
same parties are brought in the courts of 
different Contracting States, any court other 
than the court first seised is required to stay 
its proceedings until the jurisdiction of the 
court first seised has been established and 
then, if so, to decline jurisdiction in favour of 
that court. 

17. As regards related actions, the first and 
second paragraphs of Article 22 of the 

Brussels Convention provide that where 
related actions are brought in the courts of 
different Contracting States, any court other 
than the court first seised may, while the 
actions are pending at first instance, stay its 
proceedings or, on the application of one of 
the parties, decline jurisdiction if the law of 
that court permits the consolidation of 
related actions and the court first seised 
has jurisdiction over both actions. The third 
paragraph of that article stipulates that, 'for 
the purposes of this Article, actions are 
deemed to be related where they are so 
closely connected that it is expedient to hear 
and determine them together to avoid the 
risk of irreconcilable judgments resulting 
from separate proceedings'. 

18. Within the overall logic of this set of 
rules conferring jurisdiction or the exercise 
thereof, Title III of the Brussels Convention 
established a simplified mechanism for the 
recognition and enforcement of judicial 
decisions. This mechanism, which applies 
to judgments given by the courts of one 
Contracting State for which recognition and 
enforcement are sought in another Contract­
ing State, allows only a limited range of 
grounds for refusing recognition, which are 
listed exhaustively in the Convention. These 
include the ground set out in Article 27(3) 
for instances where the judgment given in 
the State of origin would be 'irreconcilable 
with a judgment given in a dispute between 
the same parties in the State in which 
recognition is sought', and that provided for 
in the first paragraph of Article 28 for cases 
where the exclusive jurisdictional rules set 
out in Article 16 have been disregarded by 
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the court in the State in which judgment has 
been given. 

19. Lastly, Title VII of the Brussels Conven­
tion, dealing with the relationship between 
the latter and other international conven­
tions, provides in Article 57(1) that 'this 
Convention shall not affect any conventions 
to which the Contracting States are or will be 
parties and which, in relation to particular 
matters, govern jurisdiction and the recogni­
tion and enforcement of judgments'. 

B — The Munich Convention 

20. The Munich Convention came into force 
on 7 October 1977. Thirty-one States are 
currently parties, including all those that 
were bound by the Brussels Convention at 
the relevant date for the dispute in the main 
proceedings. 9 The Community is not a 

party, but it may accede in connection with 
the plan to create a Community patent. 

21. As indicated in its first article, the 
Convention created '... a system of law, 
common to the Contracting States, for the 
grant of patents for invention' and estab­
lished a body for that purpose, the European 
Patent Office (the 'EPO'), which is respon­
sible for the centralised grant of patents 
termed 'European', but the territorial scope 
of which varies according to the wishes of the 
persons applying for them. 10 

22. The common rules on the grant of such 
patents are both substantive (relating essen­
tially to the definition of patentable inven­
tions) and procedural, in that they govern the 
procedure for the grant of such patents by 
the EPO and any proceedings that may 
subsequently be brought before other organs 
of the organisation to oppose the grant of a 
patent. Such an action, which may be 
brought only within a certain period follow­
ing the grant of the patent concerned and 
may be based only on certain grounds 
specified in the Munich Convention, may 
lead to the revocation of the patent or its 

9 — At present, the parties to the Munich Convention are: the 
Kingdom of Belgium, the French Republic, the Grand Duchy 
of Luxembourg, the Kingdom of the Netherlands, the Federal 
Republic of Germany, the United Kingdom of Great Britain 
and Northern Ireland, the Swiss Confederation, the Kingdom 
of Sweden, the Italian Republic, the Republic of Austria, the 
Principality of Liechtenstein, the Hellenic Republic, the 
Kingdom of Spain, the Kingdom of Denmark, the Principality 
of Monaco, the Portuguese Republic, Ireland, the Republic of 
Finland, the Republic of Cyprus, the Republic of Turkey, the 
Republic of Bulgaria, the Republic of Estonia, the Slovak 
Republic, the Czech Republic, the Republic of Slovenia, the 
Republic of Hungary, the Republic of Romania, the Republic of 
Poland, the Republic of Iceland, the Republic of Lithuania and 
the Republic of Latvia. 

10 — Under Article 3 of the Munich Convention, 'the grant of a 
European patent may be requested for one or more of the 
Contracting States'. 

I - 6541 



OPINION OF MR LÉGER - CASE C-539/03 

maintenance as amended by the holder 
during the opposition proceedings. 11 

23. Outside the scope of these common 
rules, a European patent continues to be 
governed by the national legislation of each 
of the Contracting States for which it has 
been granted. In effect, once granted, a 
European patent becomes 'a bundle of 
national patents'. 12 

24. Hence, under Article 2(2) of the Munich 
Convention, 'the European patent shall, in 
each of the Contracting States for which it is 
granted, have the effect of and be subject to 

the same conditions as a national patent 
granted by that State, unless otherwise 
provided in this Convention'. 

25. Similarly, Article 64(1) of that conven­
tion provides that 'a European patent shall... 
confer on its proprietor from the date of 
publication of the mention of its grant, in 
each Contracting State in respect of which it 
is granted, the same rights as would be 
conferred by a national patent granted in 
that State'. Paragraph 3 of that article adds 
that 'any infringement of a European patent 
shall be dealt with by national law'. 13 

26. This assimilation of a European patent to 
a national patent means not only that it is 
subject to the law applicable to a national 
patent as regards its protection in each 
Contracting State for which it is granted, 
but also in principle (unless opposition is 
filed at the EPO) that disputes concerning 
such a patent are subject to the jurisdiction 
of the national courts in each Contracting 
State concerned. 

11 — Article 99(1) of the Munich Convention provides that within 
nine months from the publication of the mention of the grant 
of the European patent, any person may give notice to the 
EPO of opposition to the European patent granted. Under 
Article 105(1) of the Convention, in the event of an 
opposition to a European patent being filed, any third party 
who proves that proceedings for infringement of the same 
patent have been instituted against him may, after the 
opposition period has expired, intervene in the opposition 
proceedings, if he gives notice of intervention within three 
months of the date on which the infringement proceedings 
were instituted. Pursuant to the same article, the right to 
intervene is also available to any third party who proves both 
that the proprietor of the patent has requested that he cease 
alleged infringement of the patent and that he has instituted 
proceedings for a court ruling that he is not infringing the 
patent. The Enlarged Board of Appeal of the EPO stated the 
purpose of this mechanism as follows in its decision of 
11 May 1994 in the Allied Colloids case (G 1/94, OJ EPO 
1994 787, paragraph 7): '... by relying on the centralised 
procedure before the EPO in cases where infringement and 
revocation proceedings otherwise would have to be simultan­
eously pursued before national courts, an unnecessary 
duplication of work can be avoided, reducing also the risk 
of conflicting decisions on the validity of the same patent...'. 

12 — This expression, which is commonly used to define the 
special nature of the European patent, has been sanctioned 
by the appeal bodies of the EPO. See, in particular, the 
decision of the Enlarged Board of Appeal of the EPO of 
3 November 1992 in the Spanset case (G 4/91, OJ EPO 
1993 707, paragraph 1). 

13 — In a decision of 11 December 1989 in the Mobil Oil HI case 
(G 2/88, OJ EPO 1990 93, paragraph 3.3), the Enlarged Board 
of Appeal of the EPO clarified the meaning of this provision 
as follows (my italics): '... the rights conferred on the 
proprietor of a European patent (Article 64(1) EPC) are the 
legal rights which the law of a designated Contracting State 
may confer upon the proprietor, for example, as regards what 
acts of third parties constitute infringement of the patent, and 
as regards the remedies which are available in respect of any 
infringement'. 
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27. This principle applies both to disputes 
about the infringement of a European patent 
and to those concerning the validity of such a 
patent, 14 with Article 138 of the Munich 
Convention specifying that the revocation of 
a European patent by a court in a Contract­
ing State has effect only for the territory of 
that State, and not for that of other 
Contracting States, contrary to the situation 
where a patent is revoked by the EPO, as 
such a decision applies to the territory of all 
the Contracting States for which the patent 
had been granted. 

28. In proceedings for infringement of a 
European patent and those concerned with 
its validity, the question may arise as to the 
precise extent of protection that should be 
afforded to such a patent, in other words 
what exactly is the technical object of the 

title to intellectual property that the patent 
constitutes. 15 Article 69 of the Munich 
Convention lays down the manner in which 
that question is to be examined. Paragraph 1 
of that article states that the extent of 
protection conferred by a European patent 
(or a European patent application) must be 
determined in the light of the terms of the 
claims, while specifying that the description 
of the invention and the related drawings are 
nevertheless to be used to interpret such 
claims. 16 In order to prevent differences of 
treatment between the competent author­
ities of the many Contracting States, a 
Protocol on the Interpretation of Article 69 
was appended to the Munich Convention. 17 

14 — This aspect was highlighted by the Enlarged Board of Appeal 
of the EPO in its Spanset decision. For the sake of clarity. I 
quote paragraph 1 of the decision in full below {my italics): 
'When a European patent is granted, it has the effect in each 
designated Contracting State of a national patent granted by 
that State (Articles 2 and 64(1) EPC). It thus becomes a 
bundle of national patents within the individual jurisdictions 
of the designated States. Any alleged infringement of a 
granted European patent is dealt with by national law 
(Article 64(3) EPC). Infringement proceedings may be 
commenced by the patent proprietor in any Contracting 
State for winch the patent was granted, at any time after 
grant of the patent. 
Part V of the EPC (Articles 99 to 105) sets out an "opposition 
procedure", under which any person may file an opposition 
to a granted European patent at the EPO within nine months 
of its grant, and may thereby contend in centralised 
opposition proceedings before an Opposition Division of 
the EPO that the patent should be revoked, on one or more 
stated grounds. The effect of revocation is set out m 
Article 68 EPC. Opposition proceedings therefore constitute 
an exception to the general rule set out in paragraph I above 
that a granted European patent is no longer within the 
competence of the EPO but is a bundle of national patents 
within the competence of separate national jurisdictions.' 

15 — This question makes it possible to determine the scope of the 
rights of the holder of a European patent in relation to 
alleged infringers. It also makes it possible to establish 
whether the patent in question is likely to be declared void on 
the ground that, pursuant to Article 138(l)(d) of the Munich 
Convention, the protection conferred by the patent has been 
extended. 

16 — The European patent application must disclose the invention 
in a manner sufficiently clear and complete for it to be 
carried out by a person skilled in the art (Article 83 of the 
Munich Convention). The claims must define the matter for 
which protection is sought; they must be clear and be 
supported by the description of the invention (Article 84 of 
the Convention). The claims, the description and the 
drawings, which must be attached to the patent application, 
are disclosed in a series of EPO publications (Articles 78(1), 
93 and 98 of the Convention). 

17 — The Protocol, which came into effect in 1978 (that is to say, 
one year after the Munich Convention came into force) 
contains the following provisions: 
'Article 69 should not be interpreted in the sense that the 
extent of the protection conferred by a European patent is to 
be understood as that defined by the strict, literal meaning of 
the wording used in the claims, the description and drawings 
being employed only for the purpose of resolving an 
ambiguity found in the claims. Neither should it be 
interpreted in the sense that the claims serve only as a 
guideline and that the actual protection conferred may 
extend to what, from a consideration of the description and 
drawings by a person skilled in the art, the patentee has 
contemplated. On the contrary, it is to be interpreted as 
defining a position between these extremes which combines a 
fair protection for the patentee with a reasonable degree of 
certainty for third parties.' 
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II — Facts and procedure in the main 
proceedings 

29. Messrs Primus and Goldenberg, who are 
domiciled in the United States, are joint 
holders of a European patent granted to 
them in 1992 for 10 Contracting States, 
namely the Republic of Austria, the Kingdom 
of Belgium, the Swiss Confederation, the 
Federal Republic of Germany, the French 
Republic, the United Kingdom of Great 
Britain and Northern Ireland, the Principal­
ity of Liechtenstein, the Grand Duchy of 
Luxembourg, the Kingdom of the Nether­
lands and the Kingdom of Sweden. 

30. The patent relates first to an immunoas­
say method for determining carcinoembryon-
ic antigen (CEA) in a serum or plasma 
sample and secondly to equipment used to 
titrate these antigens, called an 'immunoas­
say kit' or 'CEA kit'. The invention in 
question appears to be of great interest for 
the detection or indeed treatment of certain 
forms of cancer. 

31. In 1997 the holders of this patent and 
the American company Immunomedics 
(which appears to hold an exclusive licence 

on this patent) 18 applied to the Rechtbank te 
's-Gravenhage (Court of First Instance, The 
Hague, Netherlands) for interim measures 19 

against the company Roche Nederland BV, 
established in the Netherlands, and eight 
other companies of the Roche group estab­
lished in the United States, Belgium, Ger­
many, France, the United Kingdom, Switzer­
land, Austria and Sweden. In this action for 
cessation of infringement, they accused the 
latter of having infringed their rights con­
ferred by the European patent of which they 
are holders by marketing CEA kits under the 
name of Cobas Core CEA EIA. 

32. The order for reference shows that the 
eight companies established outside the 
Netherlands challenged the jurisdiction of 
the court seised and, as to the substance, 
denied any infringement and questioned the 
validity of the European patent concerned. 20 

33. In support of the plea of lack of 
jurisdiction, they argued, referring to the 

18 — See paragraph 3 of the observations of the Netherlands 
Government and footnote 1 to the observations of the 
Commission of the European Communities. 

19 — It appears that this action was brought under an emergency 
procedure termed 'kort geding', which may be initiated 
without the need to commence proceedings as to the 
substance. The characteristics of this procedure and the 
nature of some of the measures ordered in that context were 
examined by the Court in Case C-391/95 Van Uden [1998] 
ECR I-7091, paragraphs 43 to 47, and Case C-99/96 Mietz 
[1999] ECR I-2277, paragraphs 34 to 39 and 43. See also my 
Opinion in the Van Uden case, points 19 to 21 and 108 to 
120. 

20 — See pages 2 and 6 of the French version of the order for 
reference. 
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judgment of the Court in Kalfelis, 21 that the 
proper administration of justice does not, in 
the present case, require the simultaneous 
hearing and determination of actions in 
order to avoid the risk of irreconcilable 
judgments. In their view, a separate patent 
exists for each of the countries concerned, so 
that there is no risk of incompatibility 
between judgments. 

34. By a judgment of 1 October 1997, the 
Rechtbank rejected that plea of lack of 
jurisdiction but dismissed the applicants' 
claims as to the substance. 

35. Specifically, the Rechtbank held that, on 
the basis of Article 6(1) of the Brussels 
Convention, it had jurisdiction to hear 
actions against the companies established 
in the Contracting States other than the 
Netherlands. The court considered that it 
was also competent to hear the actions 
against the companies established in Switzer­
land and the United States on the basis of 
respectively Article 6(1) of the Convention of 
16 September 1988 on Jurisdiction and the 
Enforcement of Judgments in Civil and 
Commercial Matters 22and national law, in 
accordance with the first paragraph of 
Article 4 of the Brussels Convention. 

36. With regard to Article 6(1) of the 
Brussels Convention, the Rechtbank rejected 
the defendants' argument that a separate 
patent existed for each country involved, on 
the ground that a European patent must be 
interpreted uniformly in all of those coun­
tries, pursuant to Article 69 of the Munich 
Convention, so that, in its view, it could not 
be found that an infringement had occurred 
in one country but not in the others. The 
court added that all the companies involved 
were part of the same group, so that the 
applications were linked, in accordance with 
the requirement established by the Kalfelis 
judgment. Lastly, it pointed out that, in any 
case, in the Tatry judgment 23 the Court of 
Justice had given to the concept of 'related 
actions' within the meaning of the third 
paragraph of Article 22 of the Brussels 
Convention a broad interpretation covering 
'all cases where there is a risk of conflicting 
decisions, even if the judgments can be 
separately enforced and their legal conse­
quences are not mutually exclusive'. 24 In the 
opinion of the Rechtbank, that applies in the 
present case, because the applications relate 
to alleged infringements of different patents 
but with an identical wording. 

37. The applicants appealed against this 
judgment and broadened their claim in order 
to ask the court first to order the defendants 
to produce certain information, to recover all 
the infringing products from purchasers, and 
to destroy the preparations still held in stock 

21 - Case 189/87 [1988] ECU 5565. 

22 - OJ 1988 1. 319, p. 9; the Lugano Convention'. This 
Convention is said to be 'parallel' to the Brussels Convention 
because it is almost identical in content. For example. 
Article 611 ) ot the Convention exactly matches Article 6( 1 ) of 
the Brussels Convention The Lugani) Convention is binding 
on all the Contracting States to the Brussels Convention as 
well as the Republic of Iceland, the Kingdom of Norway, the 
Swiss Confederation and the Republic of Poland 

23 - Case C-106 92 [1994] ECR I-5439 

24 — Ibid , paragraph 53. 
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and those that had been recovered and, 
secondly, to order the defendants to com­
pensate them for the damage suffered or to 
forfeit to them the profit made by them as a 
result of the infringement of their patent. 25 

38. By judgment of 27 June 2002, the 
Gerechtshof te 's-Gravenhage (Regional 
Court of Appeal, The Hague) confirmed the 
ruling of the Rechtbank on the plea of lack of 
jurisdiction and the invalidity of the claims as 
to the substance. 

39. Specifically, as to the substance, the 
Gerechtshof prohibited the defendants, on 
pain of penalty, from infringing the European 
patent in all the countries concerned, 
ordered them to provide the applicants with 
various items of evidence to determine the 
extent of the infringements at issue (quan­
tities of the infringing products and the 
identities of the purchasers) and ordered 
them to compensate the applicants for their 
losses, which must be paid subsequently. 

40. That judgment was declared to be 
provisionally enforceable, on condition that 
the applicants provided a security of EUR 2 
million. 26 

41. The defendant companies lodged 
appeals in cassation with the Hoge Raad 
der Nederlanden. 27 Messrs Primus and 
Goldberg lodged a cross-appeal. 28 

III — The questions referred for a 
preliminary ruling 

42. In the light of the arguments of the 
parties, which are essentially the same as 
those presented at the hearing at first 
instance, the Hoge Raad der Nederlanden 
decided to stay the proceedings and to refer 
the following questions to the Court for a 
preliminary ruling: 

'(1) Is there a connection, as required for 
the application of Article 6(1) of the 
Brussels Convention, between a patent 
infringement action brought by a holder 
of a European patent against a defend­
ant having its registered office in the 
State of the court in which the proceed­
ings are brought, on the one hand, and 
against various defendants having their 
registered offices in Contracting States 
other than that of the State of the court 
in which the proceedings are brought, 
on the other hand, who, according to 
the patent holder, are infringing that 
patent in one or more Contracting 
States? 

25 — See pages 2 and 3 of the order for reference. 
26 — See pages 3 and 4 of the order for reference. 

27 — In order to make it easier to understand the situation of the 
parties to the dispute in the main proceedings, I shall 
continue to refer to the Roche group companies involved as 
'defendants', despite their being applicants in the review 
proceedings. 

28 — By the same token, I shall continue to refer to the holders of 
the patent involved as 'applicants', despite their being 
defendants in the review proceedings. 
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(2) If the answer to Question 1 is not or not 
unreservedly in the affirmative, in what 
circumstances is such a connection 
deemed to exist, and is it relevant in 
this context whether, for example, 

— the defendants form part of one and 
the same group of companies? 

— the defendants are acting together 
on the basis of a common policy, 
and if so is the place from which 
that policy originates relevant? 

— the alleged infringing acts of the 
various defendants are the same or 
virtually the same?' 

IV — The meaning and scope of the 
questions referred 

43. By these two questions, which need to be 
examined together, the referring court asks 
essentially whether Article 6(1) of the 
Brussels Convention should be interpreted 

as meaning that it is intended to be applied 
in an action for the infringement of a 
European patent involving a number of 
companies established in various Contract­
ing States for acts allegedly committed on 
the territory of each of those States, in 
particular where the companies in question, 
belonging to the same group, allegedly acted 
in an identical or similar manner in accord­
ance with a common policy supposedly laid 
down by one of their number. 

44. As the national court points out, 29 its 
questions relate to the situation of the 
companies established in a number of 
Contracting States to the Brussels Conven­
tion apart from the company established in 
the Netherlands (that is to say, the compan­
ies established in Belgium, Germany, France, 
the United Kingdom, Austria and Sweden), 
and indirectly to the situation of the 
company established in Switzerland, a Con­
tracting State to the Lugano Convention. As 
I have already indicated, the latter Conven­
tion extends almost all the rules laid down in 
the Brussels Convention to States other than 
those bound by that Convention (such as, in 
particular, Article 6(1)), so that the Court's 
interpretation of that article can be trans­
posed to that of the corresponding article of 
the Lugano Convention. 

45. As the referring court also indicates, the 
present referral therefore does not relate to 

29 — Points 4.3.5 and 4.4 of the order for reference. 
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the situation of the company established in 
the United States, that is to say a non-
signatory State (both to the Brussels Con­
vention and to the Lugano Convention). In 
fact, pursuant to the first paragraph of 
Article 4 of the Brussels Convention, the 
situation of that company is, in principle, 
governed by the rules on jurisdiction apply­
ing in the Kingdom of the Netherlands, that 
is to say in the Contracting State of the court 
seised. 

46. A further remark is called for with 
regard to the scope of the questions referred. 
From a reading of the order for reference, it 
appears that the main proceedings are, at the 
present stage, being conducted under an 
emergency procedure for the adoption of 
provisional or protective measures within the 
meaning of Article 24 of the Brussels 
Convention. 30 The referring court does not 
ask the Court for a preliminary ruling on the 
conditions for the application of Article 24, 
but only on those for the application of 
Article 6(1) of the Convention. It is generally 
accepted that a court having jurisdiction as 
to the substance of a case in accordance with 
Articles 2 and 5 to 18 ofthat convention also 
has jurisdiction to order any provisional or 

protective measures which may prove neces­
sary, so that there is no reason to have 
recourse to Article 24. 3 1 Hence, in its 
questions referred for a preliminary ruling, 
the national court is in reality seeking to 
know whether the Netherlands courts have 
jurisdiction to hear the entire dispute in the 
main proceedings, at all the stages in the 
procedure, that is to say both as the court 
hearing an application for interim measures 
and as the court adjudicating on the 
substance. 

47. It is also important to point out that the 
referring court does not ask the Court about 
the relationship between Article 6(1) and 
Article 16(4) of the Convention, which, I 
remind the Court, provides that 'in proceed­
ings concerned with the registration or 
validity of patents ... the courts of the 
Contracting State in which the deposit or 
registration has been applied for, has taken 
place or is under the terms of an interna­
tional convention deemed to have taken 
place ... shall have exclusive jurisdiction, 
regardless of domicile'. 

48. It is true that in the judgment in 
Duijnstee the Court gave a restrictive inter­
pretation of these provisions by limiting the 
application of the exclusive jurisdictional 
rule they contain to proceedings concerned 
with the validity, existence or lapse of a 
patent or with an alleged right of priority by 

30 — In Case C-261/90 Reichert and Kockler [1992] ECR I-2149, 
paragraph 34. the Court stated that these were 'measures 
which, in matters within the scope of the Convention, are 
intended to preserve a factual or legal situation so as to 
safeguard rights the recognition of which is sought elsewhere 
from the court having jurisdiction as to the substance of the 
matter'. The measures ordered in the judgment contested 
before the court of reference, or at least some of them, appear 
to meet that definition. This is true, in particular, of the 
measure prohibiting any direct infringement of the European 
patent concerned in any of the designated countries, since 
such a measure appears to be intended to preserve a factual 
or legal situation so as to safeguard the rights of the patent 
holder in relation to third parties pending their recognition 
by the court having jurisdiction as to the substance of the 
matter. The instruction to the defendants to furnish certain 
proof to the applicants, which is akin to a measure of inquiry, 
is counterbalanced by the obligation on the applicants to 
provide a security of EUR 2 million in order to maintain the 
provisional nature of the measures. 31 — See, in particular, Van Uden, paragraph 19, and Mietz, 

paragraph 40. 
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reason of an earlier deposit, to the exclusion 
of other proceedings, such as those for 
patent infringement. 

49. Nevertheless, it is legitimate to enquire 
as to the precise scope of this exclusion of 
proceedings for patent infringement from 
the field of application of Article 16(4) of the 
Brussels Convention. 

50. More precisely, it may be asked whether 
this exclusion is general, so that the article in 
question is not intended to be applied even 
if, in proceedings for patent infringement, 
the validity of the patent concerned is 
contested. 

51. In fact, the characterisation of an infrin­
gement of the rights of the patent holder 
necessarily implies that the patent in ques­
tion is valid. However, most defendants in 
actions for infringement contest its validity. 
That is precisely the situation in the dispute 
in the main proceedings. 33 It follows that, in 
order to settle an infringement case, the 
court seised must very often rule on the 
validity of the patent concerned. 

52. If the exclusive jurisdictional rule laid 
down in Article 16(4) of the Brussels 
Convention were applicable to such cases, 
only this rule would be applicable, to the 
exclusion of the other jurisdictional rules 
contained in the Convention, such as those 
in Article 6(1). 

53. Consequently, the question whether 
Article 6(1) is applicable to patent infringe­
ment proceedings in which the validity of the 
patent concerned is contested (as in the 
dispute in the main proceedings) arises only 
if Article 16(4) of the Brussels Convention is 
not applicable to such a case. 

54. It follows that the question whether 
Article 16(4) is applicable to the said case 
must be considered before that of the 
applicability of Article 6(1) of the Conven­
tion. 

55. As I have already indicated, this pre­
liminary question has been put to the Court 
in the GAT Case, which is currently pend­
ing. 3 4 The Court must therefore rule on this 
question before examining the one that is the 
subject of the present referral. 

32 — Case 288/82 Duijnstee [1983] ECR 3663, paragraphs 23 to 25. 
33 — The order for reference shows that the eight companies 

established outside the Netherlands, which are accused of 
infringements, did in fact dispute the validity of the European 
patent concerned. See point 32 of this Opinion. 34 — See point 4 of this Opinion. 
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56. One last point must be made to measure 
the scope of the questions from the national 
court. As several parties have pointed out, 35 

the referral to the Court is part of a 
continuation of a recent jurisprudential 
trend that began in the Netherlands in the 
early 1990s and which has triggered a lively 
debate in the Contracting States, particularly 
in the United Kingdom, where it is viewed 
with serious misgivings and, as I have already 
indicated (in point 3 of this Opinion), led to 
an earlier reference for a preliminary ruling 
that ultimately did not come to judgment. 

57. As this national jurisprudential trend is 
again at the root of the reference to the 
Court, there is some value in reviewing it 
briefly. 

58. Initially, in the early 1990s, the Nether­
lands courts gave a broad interpretation to 
Article 6(1) of the Brussels Convention, to 
the point of applying it to all actions for the 
infringement of European patents in which a 
number of defendants (domiciled in the 
Netherlands and in other Contracting States) 
were accused of having committed identical 
or similar acts in each of these States. 

59. Then at the end of the 1990s this case-
law was applied only to cases in which the 
defendants were companies belonging to the 
same group and which had acted in accord­
ance with a common policy allegedly for­
mulated for the most part by the company 
established in the Netherlands. This new 
jurisprudential stance, known by the name of 
the theory of 'the spider in the web', there­
fore focuses on the respective roles of the 
defendants in the commission of the alleged 
acts. That theory, which was used by the 
Gerechtshof at The Hague in a fundamental 
judgment of 23 April 1998 in the case of 
Expandable Grafts v Boston Scientific, is the 
main inspiration behind the second question 
referred in the present case. This second 
question, which I have linked to the first by 
rewording them as a single question, has a 
direct impact on the possible maintenance of 
such national case-law. 

60. Having thus elucidated the meaning and 
scope of the questions referred for a 
preliminary ruling, it is now time to analyse 
the questions together. 

V — Analysis 

61. Allow me to make some preliminary 
observations on counterfeiting before pro­
ceeding to the analysis proper of the ques­
tions from the national court. 

35 — See the observations of the applicants (paragraphs 18 to 20), 
the defendants (paragraphs 50 to 56), the Netherlands 
Government (paragraph 12) and the United Kingdom 
Government (paragraphs 34 to 37). 
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A — Preliminary observations on counter­
feiting 

62. By its very nature, the protection of 
intellectual property rights has an inter­
national dimension, which has justified the 
adoption of several international conven­
tions and a number of acts of derived 
Community law. This is only to be expected, 
as counterfeiting is a growing worldwide 
phenomenon. 

63. This phenomenon affects in particular 
the interests of the holders of patents for 
inventions in the medical and pharmaceu­
tical field. 36 

64. The cost of developing inventions in this 
field is generally very high, so that they must 
be exploited in many countries in order to 
earn a return on the investment. Apart from 
the risk to public health, counterfeiting is 
thus a particularly unfair competitive act that 

profits unduly from the efforts of the 
inventors where the rights of the latter are 
protected by a patent. 

65. Although efforts to harmonise national 
legislative systems have been under way for 
several years, there is still significant dis­
parity in the level of protection for patents 
for invention. Nor has this situation been lost 
on counterfeiters, who do not hesitate to 
adapt their behaviour accordingly in order to 
locate their activities in one country rather 
than another. 

66. In these circumstances, it is to be hoped 
that the continuing disparity between 
national legislative systems with regard to 
the protection of patents for inventions is 
not coupled with a fragmentation of the 
procedures for safeguarding the rights of 
holders of European patents among the 
courts of the different Contracting States. 

67. Though legitimate, this desire is not 
sufficient in itself, however, to justify a broad 
interpretation of the conditions for applying 
Article 6(1) of the Brussels Convention. 

68. In my view, in the present state of 
Community and international law, Article 
6(1) of the Brussels Convention is not 

36 — According to the Commission's Green Paper of 15 October 
1998 on combating counterfeiting and piracy in the single 
market (COM(98) 569 final, p. 4), the pharmaceutical 
industry is one of the sectors most affected by counterfeiting 
at the world level. In this sector, it is thought to account for 
6% of total counterfeiting worldwide. 
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intended to be applied in an action for the 
infringement of a European patent involving 
a number of companies established in 
various Contracting States for acts allegedly 
committed on the territory of each of those 
States, even where the companies in ques­
tion, belonging to the same group, allegedly 
acted in an identical or similar manner in 
accordance with a common policy sup­
posedly laid down by one of their number. 

69. Although this solution certainly seems 
rather unsatisfactory and finally reveals the 
limitations of the present system, it must 
serve for the moment, at least as at the date 
when the facts in the main proceedings 
occurred. 

70. Several arguments militate in favour of a 
restrictive interpretation of the conditions 
for applying Article 6(1) of the Brussels 
Convention. They spring first from the 
nature of the connection required to apply 
that article; secondly from the conclusions to 
be drawn from this as regards actions for the 
infringement of European patents; thirdly 
from the effect that the exclusive jurisdic­
tional rule laid down in Article 16(4) of the 
Convention has on the settlement of such 
disputes; and fourthly from the future 
prospects in this regard. I shall elaborate on 
each of these arguments in turn. 

B — The nature of the connection required 
for the application of Article 6(1) of the 
Brussels Convention 

71. In the Kalfelis judgment, the Court 
considered that 'the rule laid down in 
Article 6(1) ... applies where the actions 
brought against the various defendants are 
related when the proceedings are instituted, 
that is to say where it is expedient to hear 
and determine them together in order to 
avoid the risk of irreconcilable judgments 
resulting from separate proceedings'. 37 

72. The Court went further than the word­
ing of Article 6(1) of the Brussels Conven­
tion, which does not require there to be any 
connection between the actions, in order to 
preserve the effectiveness of Article 2 of the 
Convention, which is the 'cornerstone' of the 
system it put in place. 38 In this way, it 
precluded a plaintiff from being 'at liberty to 
make a claim against a number of defendants 
with the sole object of ousting the jurisdic­
tion of the courts of the State where one of 
the defendants is domiciled'. 39 

37 — Paragraph 12 of the judgment; my italics. 
38 — As the Court has stated, the importance of this jurisdictional 

rule lies in the fact that it makes it easier, in principle, for a 
defendant to defend himself (see, in particular, Case C-26/91 
Haitdte [1992] ECR I-3967, paragraph 14, and Case C-412/98 
Group ¡osi Reinsurance [2000] ECR I-5925, paragraph 35). It 
therefore helps to ensure the proper administration of justice. 
The Court has also stated that it is because of the guarantees 
given to the defendant in the original proceedings as far as 
respect for the rights of the defence are concerned that the 
Brussels Convention is very liberal in regard to the 
recognition and enforcement of judicial decisions (see, in 
particular, Case 125/79 Deniiauler [1980] ECR 1553, para­
graph 13). 

39 — Kalfelis, paragraph 9. 

I - 6552 



ROCHE NEDERLAND AND OTHERS 

73. The formula used by the Court in this 
judgment to depict the necessary connection 
between the actions matches that set out in 
the third paragraph of Article 22 of the 
Brussels Convention, which, I remind you, 
states that 'for the purposes of this Article, 
actions are deemed to be related where they 
are so closely connected that it is expedient 
to hear and determine them together to 
avoid the risk of irreconcilable judgments 
resulting from separate proceedings'. 

74. Some years after the Kalfelis judgment, 
the Court gave a broad interpretation to this 
concept of connection within the meaning of 
the aforesaid Article 22. In the Tatry judg­
ment, it held that 'in order to achieve proper 
administration of justice, that interpretation 
must be broad and cover all cases where 
there is a risk of conflicting decisions, even if 
the judgments can be separately enforced 
and their legal consequences are not 
mutually exclusive'. 40 

75. From this it concluded that 'on a proper 
construction of Article 22 of the [Brussels] 
Convention, it is sufficient, in order to 
establish the necessary relationship between, 
on the one hand, an action brought in a 
Contracting State by one group of cargo 
owners against a shipowner seeking damages 
for harm caused to part of the cargo carried 
in bulk under separate but identical con­
tracts, and, on the other, an action in 

damages brought in another Contracting 
State against the same shipowner by the 
owners of another part of the cargo shipped 
under the same conditions and under con­
tracts which are separate from but identical 
to those between the first group and the 
shipowner, that separate trial and judgment 
would involve the risk of conflicting deci­
sions, without necessarily involving the risk 
of giving rise to mutually exclusive legal 
consequences'. 41 

76. In order to reach that conclusion, the 
Court rejected the objection that it was 
necessary to reserve for the expression 
'irreconcilable judgments' used in the third 
paragraph of Article 22 of the Brussels 
Convention the same meaning as that given 
to the almost identical expression used in 
Article 27(3) of the Convention. 42 

77. In that regard, it based its ruling 
essentially on the notion that the objectives 
pursued by these two provisions are differ­
ent. 

40 — Paragraph 53 of the judgment; my italics. 

41 — Tatry, paragraph 58. 

42 — I would remind the Court that, under the aforesaid Article 27. 
a judgment given in one Contracting State is not recognised 
in another Contracting State (the State in which recognition 
is sought) if that 'judgment is irreconcilable with a ludgment 
given m a dispute between the same parlies in the State in 
which recognition is sought'; my italics. 

I - 6553 



OPINION OF MR LÉGER - CASE C-539/03 

78. It stated that whereas 'Article 27(3) of 
the [Brussels] Convention enables a court, by 
way of derogation from the principles and 
objectives of the Convention, to refuse to 
recognise a foreign judgment', 43 so that that 
article must be interpreted restrictively, 'the 
objective of the third paragraph of Article 22 
of [that] Convention ... is ... to improve 
coordination of the exercise of judicial 
functions within the Community and to 
avoid conflicting and contradictory deci­
sions, even where the separate enforcement 
of each of them is not precluded', so that this 
article has to be interpreted in a broad 
sense. 44 

79. One may ask whether it would not be 
appropriate to adopt a comparable reasoning 
to determine the nature of the connection 
required in order to apply Article 6(1) of the 
Brussels Convention. 

80. In fact, although this article may be 
considered to pursue the same objective as 
Article 22 of the Brussels Convention on 
account of the mechanism for consolidating 
proceedings for which it provides, in my 
opinion the similarity ends there. In my view, 
there are two fundamental differences 
between the two articles. The first relates to 
their effect on the application of the general 

jurisdictional rule laid down in Article 2 of 
that convention, and the second relates to 
the means by which they are implemented. 

81. It has to be acknowledged that the effect 
of the mechanism provided for in Article 
6(1) of the Brussels Convention on the 
application of Article 2 thereof is particularly 
important. The creation of this mechanism 
rests on the notion that the jurisdiction of 
the courts of the Contracting State in which 
a defendant is domiciled is sufficiently strong 
to justify extending that jurisdiction to apply 
to co-defendants domiciled in other Con­
tracting States. The end result of such a 
mechanism for extending jurisdiction is 
systematically to deprive the latter of their 
natural jurisdiction and thus paradoxically to 
prejudice the application of Article 2 to 
them. 

82. In contrast to the situation with Article 
6(1), the effect of the mechanism provided 
for in Article 22 of the Brussels Convention 
on the application of Article 2 thereof is not 
systematic. 

83. Indeed, like Article 21 of the Brussels 
Convention on lis pendens, Article 22 is 
intended to be applied not only where the 
jurisdiction of the court second seised is 
determined by that convention, in particular 

43 — Tatry, paragraph 55. 
44 — Ibid. 
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by Article 2, but also where it derives from 
the legislation of a Contracting State, in 
accordance with Article 4 of that conven­
tion. 45 It follows that the mechanism pro­
vided for in Article 22 may have no effect 
whatsoever on the application of Article 2. 

84. What is more, even if the jurisdiction of 
the court second seised were based on 
Article 2, it would not be certain that 
recourse to the mechanism set out in 
Article 22 of the Brussels Convention would 
lead to that court declining jurisdiction and 
would thus have the effect of depriving the 
defendant concerned of a court in the 
Contracting State in which he was domiciled. 

85. It will be recalled that Article 22 pro­
vides that where related actions are brought 
in the courts of different Contracting States, 
any court other than the court first seised 
may, while the actions are pending at first 
instance, either stay its proceedings or, on 
the application of one of the parties, decline 
jurisdiction if the law of that court permits 
the consolidation of related actions and the 
court first seised has jurisdiction over both 
actions. These provisions of the Convention 

give the court second seised a simple option, 
whereby it can also decide to adjudicate as to 
the substance without taking account of the 
parallel proceedings previously initiated in 
another Contracting State. 46 

86. Hence, if the court second seised is 
competent on the basis of Article 2 of the 
Brussels Convention because the defendant 
or one of the defendants is domiciled in the 
Contracting State where it officiates, that 
court may, pursuant to Article 22 of the 
Convention, decline to exercise its jurisdic­
tion by deciding, on the application of one of 
the parties, not to proceed, it may stay 
proceedings pending delivery of the judg­
ment by the court first seised, or it may settle 
the action immediately without staying its 
proceedings. 

87. The removal of a defendant or one of the 
defendants from the jurisdiction of a court in 
the Contracting State in which he is domi­
ciled as a result of the second court seised 
declining jurisdiction pursuant to Article 22 
of the said Convention is therefore anything 
but systematic, contrary to the situation 
where there is recourse to Article 6(1), as 
we have already seen. 

45 — See, to that effect, point 149 of my Opinion in Case C-281/02 
Omisa [2005] ECR I-1383. 

46 — See. to that effect, m particular, Gaudemet-Tallon, H., 
Compétence et exécution des jugements en Europe, L. G. D. 
I.. Third edition. 2002, p. 277. 
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88. In my view, this difference between 
Articles 6(1) and 22 of the Brussels Conven­
tion as regards their effect on the scope of 
Article 2 of that convention justifies the 
different conditions of connectedness 
required for their respective application. 

89. While it is easy to assert that a broad 
interpretation of the concept of connection 
within the meaning of Article 22 of the said 
Convention, in accordance with the Tatry 
judgment, is not likely to undermine the 
effectiveness of Article 2 thereof, the same 
cannot be said of the interpretation of the 
concept of connection in the context of the 
application of Article 6(1). It has to be 
recognised that, in this particular setting, a 
broad interpretation would inevitably lead to 
a significant reduction in the situations in 
which Article 2 would be applied (as far as 
the co-defendants are concerned). 

90. According to settled case-law, the Court 
has always been at pains to interpret strictly 
the rules on special jurisdictions enumerated 
in Articles 5 and 6 of the Brussels Conven­
tion, as they constitute derogations from the 
general or fundamental principle that jur­
isdiction is vested in the courts of the State 
where the defendant is domiciled, as set out 
in Article 2 of that convention, which, let it 
be remembered, contributes greatly to ensur­
ing the proper administration of justice. 47 As 
we have seen, in the Kalfelis judgment, this 

concern even led the Court to go further 
than the wording of Article 6(1) by making 
its application conditional on there being a 
connection between the actions. This settled 
case-law points towards a restrictive accep­
tation of the concept of related actions in 
order to circumscribe the application of 
Article 6(1) even more closely. 

91. Another significant difference between 
the mechanism for consolidating proceed­
ings provided for in Article 6(1) of the 
Brussels Convention and that laid down in 
Article 22 thereof derives from their respect­
ive means of implementation, and it 
strengthens my conviction that it is prefer­
able not to transpose to the application of 
Article 6(1) the broad interpretation of the 
concept of 'related actions' within the mean­
ing of Article 22 that the Court gave in the 
Tatry judgment. 

92. It is important to bear in mind that the 
option for the second court seised to decline 
jurisdiction pursuant to Article 22 of the 
Brussels Convention rests entirely with that 
court, and not with the applicant, who may 
only make application to that effect. 

93. This decision by the court to decline 
jurisdiction over the case is necessarily 

47 — See, in particular, Kalfelis, paragraph 19 ; Case C-364/93 
Marinari [1995] ECR I-2719, paragraph 13 ; Case C-51/97 
Réunion européenne and Others [1998] ECR I-6511, para­
graph 29 ; and Case C-168/02 Kronho/er [2004] ECR I-6009, 
paragraphs 13 and 14. 

I - 6556 



ROCHE NEDERLAND AND OTHERS 

inspired by considerations regarding the 
proper administration of justice, whether to 
avoid inconsistency between judicial deci­
sions given in different Contracting States or 
possibly to allow the dispute to be settled by 
a court in another Contracting State that has 
already been seised and whose jurisdiction is 
established if it would be objectively better 
placed to hear it. 48 

94. From this point of view, the mechanism 
for consolidating proceedings set out in 
Article 6(1) of the Brussels Convention is 
significantly different from that provided for 
in Article 22 of the Convention. 

95. The decision to apply Article 6(1) of the 
said Convention rests solely with the appli­
cant, and not with the court. Furthermore, 
and correlatively, although that decision may 
be motivated by a legitimate concern for 
procedural economy, it may equally spring 
from considerations that are more question­
able — when measured against the require­
ments associated with the proper adminis­
tration of justice or the effective organisation 
of proceedings — than those that lead an 

applicant, by virtue of Article 5(3) of that 
convention, to bring his proceedings in the 
court of the place giving rise to the damage 
and/or the place where the damage occurred 
rather than in a court of the Contracting 
State where the defendant is domiciled. 

96. Hence, the decision of the applicant to 
bring his action, pursuant to Article 6(1), in a 
court of a particular Contracting State (the 
State in which a defendant is domiciled) 
rather than those of one or several other 
Contracting States where the co-defendants 
or one of their number is domiciled may be 
taken purely in order to benefit from the 
application of a law, or even of case-law, that 
is more favourable to the protection of his 
own interests, to the detriment of those of 
the defendants, and not in order to meet an 
objective need from the point of view of 
proof or the effective organisation of the 
proceedings. 

97. Actions for patent infringement lend 
themselves particularly to this type of 'forum 
shopping' because of the major disparities 
that still exist between national legislative 
systems in this respect, whether they be 
procedural (especially with regard to the 
obtaining and preservation of evidence, 
which often play a key role in such cases) 
or substantive (reprehensible acts, penalties, 

48 — This would be the case, for example, where an action for 
liability in delict or quasi-delict were brought not only in a 
court of the Contracting State where the defendant or one of 
the defendants was domiciled (on the basis of Article 2 of the 
Brussels Convention) but also in a court of another 
Contracting State, where the harmful event and/or the 
damage occurred (on the basis of Article 5(3) of the 
Convention) From the point of view of the examination of 
evidence, the latter court would be belter placed than the 
court of the Contracting State where the defendant or one of 
the defendants was domiciled to assess whether, in the 
circumstances of the case, the facts constituting habihtv were 
present. See, i n this regard, Case 21/76 Bier (Mines de potasse 
d'Ahace) [1976] ECR 1735, paragraphs 15 to 17. 
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