ITpeBon C-684/21—1

Heao C-684/21
IIperoanuuajHo 3anuTBaHe
[dara Ha nocrbnBaHe B Cbaa:
12 noemspu 2021 r.
3anuTBama PUCINKIIHA:
Oberlandesgericht Diisseldorf (I'epmanmus)
JlaTa Ha aKTa 3a NPeAUIHAIHO 3alIUTBAHe:
4 noemBpu 2021 r.
OTBeTHUK, HACPEIlIeH UIIel ¥ KAT00MmoaaTedl:
Papierfabriek Doetinchem B.\.
Nien, HacpemieH umel 4 OTBETHUK?S

Sprick GmbH Bielefeldex, Papier- und Wellpappenwerk & Co.

o6sseHo Ha 4 wHoemBpu 2021 .

—r—
e b

OBERLANDESGERICHT DUSSELDORF
OHPEJIEJIEHUE
10 JIeJT0
PapierfabrieksDoetinchem B.V., [...] Apotraxem, Hugepmanus,

OTBCTHHK, HACPCIUICH UIICH 1 >1<an6onoz[aTen B
IMPpOU3BOACTBOTO 11O O6)I(aJ'IBaHC,
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MIPOU3BOJICTBOTO IO 00XKaIBaHe,

[]



TIPEIOJIULIMAJIHO 3ATIMTBAHE OT 4.11.2021 1. — JIEJIO C-684/21

Crnen cpaebHOTO 3acemanue, mposeaeHo Ha 29 ouu 2021 1., 20-TH rpakIaHCKH
cberaB Ha Oberlandesgericht Diisseldorf (BspxoBen obmacten c¢wa, drocenmopd)

[.]

Onpenenu:

CHI/Ipa MMPpOU3BOACTBOTO IO JACJIOTO.

Otnpasst 1o Cpna Ha EBpomneiickusi cbro3 ciaeaHuTe NPEHANNHATHU
BBIIPOCH 3a ThIIKyBaHE Ha uieH 8, maparpad 1 u g@men 10, of Pernament

(EO)

Ne 6/2002 na CwBera oT 12 nexemBpu@®200l rommHa OTHOCHO

MPOMHUIIUICHHS Tr3aiiH Ha OOIIHOCTTA:

1.

Hmeust e

CeriacHo mpakTtukata Ha Chla TPEHCHKATAWIAMM OCOOCHOCTUTE Ha
BBHIIHUS U3IJIE] Ha JAJCH MPOAYKTNCA HATOMKEHU KM3KIIOUUTETHO OT
TEXHUYecKata My (QYHKIUS, TPsOBa [, ¢c H3BHPMIM C OIJIe[ Ha
KOHKPETHUSI IIPOMUIIIEH 4@il3a¥%H, . OOCKTUBHUTE OOCTOSITENCTBA,
pa3KpuBalld BOJELUIUTE MOTHUBH, 32, U300pa 'Ha OCOOEHOCTHTE Ha
BBHIIHUS U3IJIE] HA CHOTBETHUS MPOIYKT, JaHHUTE 34 M3IOJ3BAHETO
My WIA IIbK HAJIMYMETO HA AITEPHATHBHM NPOMUIUIEHU IU3aliHHU,
MO3BOJISIBAIII  AQ C€ WBMBJHABAyChIIaTa TEXHUYECKA (YHKITUSI
(Pemenne nHa, Cpia ot 8Wwmapm2018 r., C-395/16 — DOCERAM
GmbH/CeramTec GmbH —), ECLIEU:C:2018:172). C ornex Ha
aCIIeKTas CBbp3aH' € HANMYMETO HA APYrM MNPOMHUIUICHU IU3AWHH,
KakB@ 3HAUYCHUC  MMa, GaKThT, Ue MPUTESKATEIAT HA MPOMHIIIICHHS
N43ailH [pUTeXaBa IIpaBa Ha IMPOMUUUIEH JW3allH U 32 HAKOJIKO
aliTepHATUBHE MPOMUANIICHH TU3aiiHa?

[IpuimpenieHkara qanu BbHIIHATA (OpMa € HaJIOXKEeHa M3KIIFOUUTEITHO
of PexHuyecKata (QpyHKIUsS, TpsAOBa M A c€ OTYMTA, Ye HAYUHBT Ha
ohopMICHHE NOMYyCKa HAIWYHETO Ha HIKOJIKO I[BATA, KOTaTO CaMOTO
IIBETOBO 0(hopMIIeHHE HE € BUAHO OT perucrpauusra?

Lipu yTBBpAMTENIEH OTrOBOP Ha BTOPHSA BBIPOC: TOBA HUMa JIU
oTpa’keHHe BbpXYy 00XBaTa Ha 3aKpHilaTa Ha IPOMHIIUICHUS AU3aiH?

Motusu
A)

npuUTexaTeN Ha npomuiieH au3aitH Ha ObmHoctTa Ne 001344022—

0006, 3asaBen Ha 19 centemBpu 2012 1. W peructpupaH u omoBecTeH Ha 17

OKTOMBpH

2012 r. (HapuyaH IO-HaTaTHK , AU3AHBT Ha UIIena‘), CBbp3aH C T.

Hap. ,,Packing Device®, 3a KOWTO ca IpeICTaBeHU CIETHUTE U300PaAKEHUS:



PAPIERFABRIEK DOETINCHEM

N
HNensT wapa J103aTOp 3a XapTHsi, KOUTO € Ch3AJCH CBIVIACHO
TO3 an I10 CJICHUS HA4YMH:
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OTBETHUKBT IMpeJiara Ha Ia3apa KOHKYPEHTEH HPOJYKT, 32 KOWTO HIIELbT
CMsATa, Y€ HapyllaBa qu3aiiHa Ha UIIena U KOMTO U3IJIekKa MO CICAHUS HAYUH:

OTBETHUKBT CUHTA, Y€ NU3AHHBT Ha HIela € HeAeHCTBUTEIICH, 3all0TO BCHYKH
0COOCHOCTH Ha JAM3aiiHa OWJIM HAJIOXKEHM caMO OT TeXHHWYeckaTa (yHKUHS Ha
npoaykrta. Cien KaTo € yBaKEHO HalmpaBEHOTO MCKaHE 3a MPEYCTaHOBSIBaHE Ha
HapyllIEHUETO, TOW TpeasBsiBa HacpelieH MCK 3a IporjacsiBaHe Ha
HEJCHCTBUTEITHOCTTa HAa OOIIHOCTHHS MPOMMIIJICH JHW3aiiH Ha WINEelNa, ¢ KOWTO
MOJIM Ja C€ TMpeAocTaBu WHGOpPMAIMsS W Ja C€ YCTAaHOBH 3aIbDKCHHUETO 3a
[UIalIaHe Ha 00e3IeTeHHUE.

JoxonkoTo e or 3HaueHue, Landgericht ockkma OTBETHWKA, B CBOTBETETBUE C
HAIpaBeHUTE HCKaHWs, U OTXBBpJs Hacpemuus uck. Landgericht mpuema, de
MOpaJii HAJTMYUETO Ha MHOXKECTBO aJITEPHATHBHU NPOSBHI (DOPMUOCOOSHOCTHATE
Ha JU3aiiHa Ha WIIela HE ca HAJOKEHU H3KIIOYUTEIHO, OT), IeXHNYCcCKATa MYy
¢bynakmus. Cren 10mycHATOTO oOOXalBaHe, C PEHICHHE), 0T 27 1oHmy, 2019 .
HACTOSIIIUAT CHACOCH CHCTaB € MPOTJIAachil, Bb3) OCHOBA HAWHACPEMHUS WCK,
HEICHCTBUTETHOCTTAa Ha JAM3aifiHa Ha WIIeHa M, CBOTBETHO W€ OTXBBPIMI
NpesSBEHHs OT MINEla UCK B YacTTa M3BBH Ta3H, B,KOATOWOTBETHUKHT HE € OUI
OCBJICH 32 HAIPaBEHOTO OT HErO MCKaHE 3a MpeycTaHOBABaHE N CHACOHUAT CHCTaB

pueMa,, Y€ BCUYKKM OCOOEHOCTH, KOUTO XapaKTepU3HpaT Ju3aiiHa Ha WIIena, ca
HAJIOKGHIQT TexHuyeckata My (yHkius. Criopen HEro BCUYKM OCOOCHOCTH ca
BUIHE OT(MPCACTaBEHUS OT WIena MokyMeHT 3a mareHT EP 2 897 793 u 3a Tax
TaMy¢@ TOCEYECHO, Y€ Ch3/IaBaT TEXHUYECKO MPEAMMCTBO. HauMHBT, 1O KOWTO
MPOAYKTHT € MPEACTAaBEH B PEKIAMHTE, CHINO HE BOJW JIO pa3iMYHA TIPEICHKA.
ToBa mpencTaBsHE CBHINO HM3jara Ha MPEICH IUIAaH TEXHUYECKUTE TMPEANMCTBA.
Hannumero Ha BB3MOXKHOCT J1a C€ Ch3lajgaT aJITePHATHUBHU MPOSBHU (OpMHU €
upeneBaHTHO. JIOKOJIKOTO Te3u (hOopMHU OMXa JOBEIH JI0 €HO U CHIO TEXHUYECKO
pelieHue, UIEbT € 3asBHJI 3alliTa Ha MHOXKECTBO MHUCIUMHU TIPOSIBHU (HOPMH.
[Togo6en monmxom e manm moBoa Ha Chbla UMEHHO Jla IOCTAHOBH B peEIICHUE
DOCERAM, 4e camo mo cebe cu HaJIM4YUETO Ha aJTepHATUBHU MPOSBHU (PopMHU
HE € JOCTaThYHO.
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Crenr KaTo WIIEIBT 1OaBa MCKaHE 3a JOIYCKaHe Ha KAaCAllMOHHO OOKaJiBaHE Ha
ToBa pemenue, Bundesgerichtshof (®enepasen BBpPXOBEH CbJ) OTMEHA
PCIICHHETO Ha HACTOSMIMA ChJeOEH CBhCTaB M My BpBIIA JEIOTO 32 HOBO
pasriexnane u pemasane (BGH, pemrenue ot 7 okromepu 2020 r, | ZR 137/19 —
JHozatop 3a xaptust — ECLI:DE:BGH:2020:071020U1ZR137.19.0). Cnopen Hero
HACTOSIIIUAT CHICOCH ChCTAaB € MPHIAT TBHPJE TOJISIMO 3HAYEHHE Ha JOKyMEHTa
3a MIaTeHT, NPH MpeleHKaTa Ha JPYTuTe 0OCTOSTENCTBA € AOMYCHANI Ipellka Mpu
npujaraHe Ha MpaBOTO U HE € OTYesl BCHUKH acnekTu. [lo HeroBo MHeHHE HsAMA
EMIIMPUYHO TIPABWJIO OT IJIEJHA TOYKA HAa CHIBPKAHHETO, Y€ 3a PCIICHUCTO
JIOCEKHO 0COOCHOCT Ha BBHHIIHHUS MU3TIIEHA, KOSTO CHIIIACHO JOKYMEHT 3a MaTeHT €
HeoOXoJMMa 3a TeXHHWYecKara My (QYHKIOHSA, ChOOpaKeHHsITa, CBBP3aHU C
BUJVMHS BBHIICH BHI, ca upelieBaHTHH. CrHopeln HEro HaCTOSIIWAT ChIcOeH
ChCTaB € TPSOBAJIO J1a MPOBEPH Tl KOTaTo € HAJIHIIE MPOAYKT, GhCTABEH OTHIBA
CBBbp3aHU ¢ OailoHETHA BpBH3Ka KOMIIOHEHTA, 3HAUCHUE MMAL U CHOOPAKEHHS OT
BU3YyaJleH XapakTep, 3al[0TO T€ MPaBsAT B3MOKHO 0(hOpMIEHIETO B /1Ba IIBsITa HA
npoaaBaHus MpoaykT. Hakpas, Toi moco4Ba, 4e HACTOAMIAAT\CHACOCH, CBCTaB HE
e TpssOBano na WrHopupa (QaxTa, 4e HINEHBT pa3HoIarane HIKOIKO! Au3aiiHa Ha
aTepHATUBHU (OPMH, C KOUTO MOXKE Ja €CNHM3IBIHABA ChLIaTa TEXHHYECKA
(GYHKIHS, KaKTO ¢ MPOJYKTA, Ch3/1aJIcH ChINIACHO T3aiHa HaUIITeIa.

b)

Pemennero BHB BH300HOBEHOTO MNPOM3BOACTBO WO OOKajgBaHE 3aBUCH OT
OTTOBOpa Ha MPCIOAUITUATHUTE BHITPOCH:

B ToBa oTHOmIEHME, JIOEC)KHO) 3HAYCHUECTO HAa HAIMYMETO Ha AalTePHATUBHU
nposiBHu  ¢dopmu, (¢pemeHueto W Ha Bundesgerichtshof ce ochHoBaBa Ha
MIOCTAHOBKATa, Y€ € WHPLICBAHTHO,, Y€ WMILEUbT MpETeHIUpa 3aKpujia Ha
POMUIIUIEH Ju3alii 3a Te3u popmu. Criopea HacTOSIIMS ChJICOEH ChCTaB JOBOJ]
cpelly Ta3ufMOCEaHOBKA cachoOpakeHuara Ha Cpraa B Touka 30 ot Pemenue
DOCERAM: Tam “ChIbE, mpWCEMa, Y€ HMMa OIMACHOCT JaJeH HMKOHOMUYECKH
OTepaTop Aa PerucTpupa Karo npoMuuuieH au3aiiH Ha OOIIHOCTTa MHOXKECTBO
NOAISKANM Ha pazpad0TBaHe (GopMu Ha MPOIYKT C OCOOEHOCTH HAa BBHHITHUS
W3y, KOUTO Cay00YCNOBEHN HM3KIIOYUTEIHO OT TeXHWYEecKaTa My (QYHKIHS, U
TaKa Ha IMPAKTHAKA JIa TOYYH M3KIIOUYMTEIHA 3aKpHIIa, PAaBHOCTOHA Ha 3aKpuJa C
HATCHT, 0€3 00aye 1a € M3MIBIHWI MPUIOKUMUTE YCIIOBHUS 3a MOJTYYaBaHETO Ha
TakbB maTeHT. B To3u cmuchn um OOmmsaT cbx Ha EBpomeiickus cbro3 €
MOCTAHOBUJI 110 Ka3yC, CXOJEH B MHOI'O OTHOIICHHMS, Y€ CIIeABa J1a C€ OTUYHUTA, 4e
NPEICTABEHUTE AJITEPHATUBHU (OPMHU ChHILNO Ca 3alUTEHH KaTO IMPOMHMIIICH
nu3aitH Ha OOLIHOCTTa, BKIFOYUTEITHO U 1[0 C€ OTHACS 10 OCTIOPEHUS IPOMHUIILUICH
JU3aiiH, ¥ cJe0BaTeIHO HEe MOoraT Ja ObIaT CMATaHH 3a alITEpHATHBHU, KOUTO Ja
ca Ha pasnoyiokeHnue Ha koukypeHture (Pemenue Ha Chaa ot 18 Hoemspu 2020 .
— T-574/19 — Tinnus Enterprises LLC — ECLI:EU:T:2020:543, 1. 70 u cu.,
obxansano npen Chaa u 3aBeneHo mox Homep C-29/21 P).

Criopen HacTosSusl ChIeOEH ChCTAaB TOBAa OOCTOSITEIICTBO JlaBa OCHOBAaHHE 3a
Te3ara, 4e MPH U3BBPIIBAHETO Ha HEoOXoauMaTa OO0Ila MPEIeHKa HATMYHUETO Ha
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JpyTH TPOMHMUUICHWM [WM3alHU HMMa HECBIIECTBEHO 3HAYEHHE CaMO KOraTo
IIPUTEKATEIAT HA IPOMUILLIICHUS] IU3aliH IPETEHAMPA 3aKpUJIa U 32 TAX.

HezaBucumo ot ToBa ce moctassat BbIpocu 2 u 3. Bundesgerichtshof (®enepanen
BBPXOBEH ChJI) YIIPEKBa HACTOSIIUSA ChICOCH ChCTaB, Ue HE € M3CJCABa Jalld B
OCHOBaTa Ha BHUJHATa OT JAW3aiiHa Ha HIIENa JBYKOMIIOHGHTHa (opma He ¢
ChOOPKEHUETO OT BU3YAJICH XapakTep, Y€ Ta3u QopmMa TpaBH BB3MOKHO
MIPOM3BEACHUAT CHITIACHO AW3aiiHa MPOAYKT Ja € B JBa IBATa. B moakpemna Ha
tasu Te3a Ha Bundesgerichtshof e ¢akThT, 4e IByIBETHOCTTA HE € HATOXKEHA OT
TeXHUYecKaTa (QYHKLHUSA, KAaKTO JINYM OT caMusl (PaKT, 4e OCTIOPBAHUST MPOIYKT €
enHounBered. Hacroamusar cpaeOeH cbcraB o00adye KMMa CHMHEHHSE, B TOBa
OTHOIIIEHUE, 3a1I0TO ABYLBETHOCTTA HE € BUJIHA OT PETUCTPALMATA Ha [n3aiiHa. B
TO3W CMHUCHJI OCHOBAHHME 3a TPEIOCTABIHETO HA 3aKkpuiia O Oniia 0COO0CHOCT Ha
BBHIITHKS M3IJIE, KOSTO HE € BHJHA OT PErHCTpalUATa, ¢ KOSTO OYCBHWIHO Ce
MPETCHIMpPa 3aKpHIa HE3aBUCUMO OT OI[BETECHOCTTA.

[Tpu yTBBpOUTENEH OTTOBOP Ha BBIPOC 2 BH3HUKBA,BBIPOCHT, KAKBO 3HAYCHHE
uMa JIBYIIBETHOCTTA, 1110 C€ OTHACS J0 OOXBaTaHa 3aKpIlia Ha Hu3aiiHa Ha WIIela.
BebmbocT, ako OCHOBHAaTa NpUYMHA —, HOHATOMKCEHA CaMO OT TEXHHUYEcKara
byHKIMA Ha TPOIYKTa — 3a U30paHUTE CHOTBETHU OCOOCHOCTH HAa BBHHIIHUS
U3IJIe] € JIa ce JaJie Bb3MOXKHOCT J1aieHa (hopMa Aane B jJBa IBATA, € CbMHUTEIHO
JlaJIi TOraBa B 00XBaTa Ha 3aKPHIA, IONAIAT MM3AMHU,\HPU KOUTO HE CE Ch37aBa
TakaBa (hopma B JBa IBSTA.

[..]

[[Toamucu]



