YISSUM

OITPEAEAEHME HA CBAA (ocMu cberaB)
17 ampua 2007 roamna”

ITo aeao C-202/05

C MpeAMET MPEAULIMAAHO 3AIUTBAHE, OTIIPAaBEHO Ha OCHOBaHUe uaeH 234 EO or
High Court of Justice (England & Wales), Chancery Division (Patents Court)
(Ob6epunenoTo KpaacTBO) ¢ Pemienne ot 10 pAekemBpu 2004 1., mocTbmuao B Cbaa
Ha 9 maii 2005 1., B paMKUTe Ha NPOU3BOACTBO IO AEAO

Yissum Research and Development Company of the Hebrew University of
Jerusalem

cpeuty

Comptroller-General of Patents,

CBADBT (ocMmu cberas),

cwerosi ce oT: T-H E. Juhdsz, npeacepaTea Ha cbeTas, r-H G. Arestis (AOKAQAUMK) U
r-H J. Malenovsky, ceauy,

* E3MK Ha MPOM3BOACTBOTO: AHTAMIICKH.
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reHepaAeH apBokar: I-H Y. Bot,
cekpetap: I-H R. Grass,

caep Kato ChABT pelly, 4e CAEABA AQ Ce ITPOU3Hece C MOTMBUPAHO OTIPEAEAEHUE Ha
ocHoBaHUe YAeH 104, maparpad 3, mbpBa aAlHes OT CBOsI TIPOLiEAYPEH NMPaBUAHUK,

CA€A M3CAYILIBaHE Ha I'€HEPaAHUS aABOKaT

IMOCTAHOBHM HAaCTOALIOTO

OmnpepeaeHue

ITpeoAULMAAHOTO 3alMTBaHE Ce OTHAcA AO TBAKYBaHETO Ha uaeH 1, Oyksa 6) or
Peraament (EMO) Ne 1768/92 Ha CobBera oT 18 oy 1992 ropuHa OTHOCHO
Ch3AABAHETO HA CepTU(RUKAT 3a AOIBAHUTEAHA 3aKpPUAA Ha AEKapCTBEHUTe
npoayktu (OB L 182, ctp. 1; CrieljmasHO MapaHMe Ha OBATApCKU €3UK, TAaBa 13,
toM 11, cTp. 130) B pepakiusTa My, IpoU3TUYAIIA OT AKTa OTHOCHO YCAOBMATA 32
npucbeauHsaBaHe Ha Pemybamuxa ABcTpus, Penybauka Ounaanpmus u Kpaactso
llIBenys 1 mpomenu B YupeaureAnute pooroBopu Ha Espomnerickus cpio3 (OB C 241,
1994 r, cTp. 21 u OB L 1, 1995 1., cTp. 1, Hapn4yaH TO-HataTbK ,PeraameHT
Ne 1768/92°).

3anuTBaHeTO € OTIpaBeHO BBB Bpb3Ka C kaaba, mopaseHa ot Yissum Research and
Development Company of the Hebrew University of Jerusalem (Hapuuano mo-
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HATaTBK ,Yissum®) cpewy pewenuero Ha Comptroller-General of Patents (Bpu-
TAHCKa IIATEHTHA CAyk0a, HapuyaHa mo-HatarbpK ,Patent Office”), ¢ xoeto e
OTXBBPAEHA 3asBKaTa 3a CEPTUPUKAT 32 AOITBAHUTEAHA 3aKpuAa (HApUUYAH TO-
HataThK ,CA3“), mopaaeHa ot Yissum 32 ,calcitriol”,

IIpaBHa pamka

YaeH 1 ot Peraament N2 1768/92 raacu:

»110 cMUCBbAA Ha HaCTOAILIUA PErAAMCECHT:

a) ,A€KapCTBEH MPOAYKT" € BCSKO BELeCTBO MAM KOMOMHALMSA, IPEACTABEHO KaTO
MPUTEXKABALLO AeYeOHM MAU TPOPUAAKTUMHU CBOMCTBA IO OTHOLIEHUE HA
00AECTU MPU YOBEKA UAU TIPU KUBOTHUTE, KAKTO U BCAKO BEL[ECTBO UAU ChCTAB
[aa ce yere: KOMOMHALMSA], KOETO MOXE Aa Ce MPEANMCBA HA YOBEKA MAU HA
SKUBOTHUTE C LIEA AQ CE TTIOCTABU MEAULIMHCKA AMAaTHO3a MAU AQ CE€ Bb3CTAHOBSAT,
KODUTMPAT MAU TPOMEHAT GUSMOAOTMYHUTEe (GYHKUMM Ha 4OBeKa UAM Ha
SKUBOTHUTE;

6) ,IPOAYKT e aKTMBHaTa CbCTaBKa MAM KOMOMHALMA OT aKTMBHU CBCTaBKM Ha
A€KaPCTBEH MPOAYKT;
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»OCHOBEH IATeHT” € TNAaTeHT, KONTO 3aKpUAS IPOAYKT, TaKa OIPEAEAEH B
OykBa 6), mpolieca Ha MOAYYaBaHe Ha MPOAYKT MAM IIPUAOKEHUETO HA TIPOAYKT
M KOWNTO € TMOCOYEH OT HEroBUs NPUTEKATEA 3a LIEAUTEe Ha IPOLiEAYpaTa Io
[TOAYYaBaHe Ha CepTUdUKAT;

~CEPTUPUKAT € AOMBAHUTEAHUST cepTudUKaT 3a 3akpuaa.“ [HeopuiaseH
NpeBoA]

YaeH 3 oT PeraameHT Ne 1768/92, KOITO OIpeAeAsl YCAOBUATA 3a TOAYYaBaHe Ha
CA3, mpeaBwxAQ:

»CepTUGUKATBT ce U3AABA, AKO B ABP’KaBaTa-YA€HKR, B KOSITO € TIOAAAEHA 3asIBKaTa,
IOCOYEHO [AA Ce YeTe: IMOCOYEHA| B YAEH 7, U KbM AATara Ha Tasu 3asiBKa:

6)

B)

IIPOAYKTDT € 3alllUTE€H C OCHOBEH IIaTEHT, KOMTO € B CHUAQ;

IPOAYKTBT B KayeCTBOTO HA AEKAPCTBEH MPOAYKT € IOAYYMA BAaAMAHO B
MOMEHTa pa3peLIMTEAHO 3a IIyCKaHe Ha Iasapa CbrAACHO AMpPEKTHBa
65/65/EMO nan Aupexrusa 81/851/EMO, criopep cayyas;

HIPOAYKTBT He € OUA IPeAM TOBa MpeAMeT Ha cepTUdUKar;
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I) PpaspeluTEAHOTO, IOCOYEHO B OyKBa 0), € IbPBO Pa3peLIMTEAHO 3 MyCKaHe Ha
rasapa Ha MPOAYKTa B KaueCTBOTO Ha AEKAPCTBEH IMPOAYKT.” [HeoduimaseH
NpeBoA]

Cl'lOp’bT IO TAABHOTO NMPON3BOACTBO M NPEIOANNVNAAHUTE BBIIPOCU

Ot 19 1oau 1989 r. Yissum e NmpuTeXaTea Ha €BPOMENCKU TaTeHT CbC 3arAaBue
»KoMOuHalMy 3a KO3MeTU4YHa M AEPMaTOAOTMYHA yroTpeba, cbabpxaiy l-alpha-
hydroxycholécalciférol“. Tosu nareHT ce oTHacsa Mo-creLUuasHO A0 KOMOMHaLys,
MpeAHA3HAUYEHAa 324 MECTHO AeYeHMe Ha KOXKHUM 3a00AfABaHUS, KOSTO CBADBPXKA
eaeMeHTH Ha l-alpha-hydroxycholécalciférol nau na 1-alpha, 25-dihydroxycholecal-
ciferol u e obwoussectHa KaTo ,calcitriol“. Tosu mareHT oOOXBama M chblLara
KOMOMHALIUsI, CMeCeHa C eKCLUIUEHT, TPUTOAEH 32 INPOU3BOACTBOTO Ha KpeM,
MEXAEM MAM AOCHOH.

Ha 12 aexemBpu 2001 r. B O6eAUHEHOTO KPaACTBO Ha ApyKecTBoTo Galderma Litd e
U3A2AEHO paspellMTeAHO 3a IyCKaHe Ha Masapa Ha Kpema ,Silkis“. Tosa
paspelIMTeAHO ompepeAsi calcitriol kaTo akTMBHa CbCTaBKa, 2 TeyHUsl rnapaduH,
BaseAuHa u alpha-tocophérol — karo excuumnuenTn. ITo-HaTaTbK B HETO € YKa3aHo,
4e MOCOYEHMAT KPeM € pa3pelleH 3a ,AOKAAHO A€4YeHME Ha IICOPUASUC Ha MAAKU
(psoriasis vulgaris), xoitTo 3acsira Ao 35 % OT MOBBPXHOCTTA HA TSAOTO®.

Ha 11 1onu 2002 r. Bb3 OCHOBa Ha IIOCOYEHOTO pa3pelIMTeAHO Yissum I0AaBa
3asBKka 3a m3paBaHe Ha CA3 3a calcitriol po Patent Office. Ha mppBo mscro,
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3asgBKaTa My MMa 3a npeaMeT noaydaBaHe Ha CA3 camo 3a To3u mpoaykr. Ilpu
YCAOBMATA Ha €BEHTYaAHOCT TO McKa M3paBaHero Ha CA3 3a xoMbuHauus ot
calcitriol 1 ocHoBa 3a Kpem.

C Pemennie ot 29 1wau 2004 r. Patent Office oTxBbpast Tasu 3asiBka 3a CA3 Ha
OCHOBaHHUe, Ye pas3pelIMTEAHOTO 3a NyCKaHe Ha Iasapa, Ha KOETO ce MO030BaBa
Yissum, He OMAO IBPBOTO pPaspelIUTEAHO 3a IPOAYKTa B KayeCTBOTO MY Ha
A€KapCTBEH TPOAYKT CBrAacHO uaeH 3, OykBa r) or Peraament Ne 1768/92.
BeblHOCT 32 APYTM AeKapcTBeHM HPOAYKTH KaTo ,Calcijex” u ,Rocaltrol”, xouro
cbAbpKaau calcitriol KaTo eAMHCTBEHa akTMBHA CBCTaBKa, OMAO NpeAOCTaBEHO
paspelIMTeAHO 3a ITyCKaHe Ha masapa Inpeau Kpema ,Silkis“. ,Calcijex”, koiro
cbABpXKa calcitriol BbB BOAEH CTepUAEH, MBOTOHUYEH U TIPO3pavyeH pasTBOP,
NpeAHasHaueH 3a MHTPAaBEHO3HU MHXXEeKLUU, Ce MU3MOA3Ba 3a AedeHUe Ha
XMUIIEPKaALIEMMS TPY MAlMeHTH, KOUTO Ca HA AMAAM32a MOPaA XpOHUYHa 6bOpeuHa
HEAOCTAaTBYHOCT. ,Rocaltrol”, koifTo ce CbCTOM OT MeKM KAalCyAM >KEAQTHH,
chABbpKamy calcitriol ¥ pasAMYHM HeaKTUBHU CbCTABKY, Ce MpeANMCcBa 0e3 peLenTa
Ha TALMEHTH, KOUTO CTPajraT OT XPOHMYHa ObOpevyHa HEAOCTATBYHOCT MAU OT
MOCTMEHCTPYaAHa OCTEONOPO3a.

OcgeH ToBa B cpuioTo pemteHue Patent Office 00siBsiBa, ye OCHOBaTa 3a KpeM He
MOYKEAO AQ Ce CUMTA 3a aKTMBHA CbCTABK2 U MOPAAU TOBa OTXBBPAS 3asBKaTa 3a
CA3 Ha Yissum B 4acTTa, KOATO Ce OTHACs A0 KOMOMHALIMA OT aKTUBHU ChCTABKMU,
BKAKOYBAllla OCHOBA 34 KPEM.

Ha 25 aBryct 2004 r. Yissum mopaBa >kaaba cpely TOBa peLIeHUE TIpeA
Mpemnpaljalara IOpUCAUKLMA. B mopkpena Ha cBosATa Kaaba TO HMOAABPKa, de
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3asBkaTa My 3a CA3 mmaaa 3a mpeaMer calcitriol 3a KoHkperHa TepanmeBTHYHa
ynoTpeba, a MMEHHO AOKaAHO TpeTHMpaHe Ha IICOpMasuC, 3a pPasAMKa OT
paspellleHUTe NpeAu TOBa MPOAYKTU. IIpM yCAOBMSTA Ha €BEHTYAaAHOCT Yissum
nmoavepTaBa, ve 3asBKata My 3a CA3 ce OTHaci A0 KOMOMHAUMs OT aKTUBHU
cbCTaBKY, calcitriol 1 ocHOBa 3a KpeM, Taka 4e KaKTO € MOCOYMAO B 3asiBKaTa CU,
I'bPBOTO PA3PELIMTEAHO 32 ITyCKaHe Ha Ma3apa OMAO pa3pelINTEAHOTO, IPEAO-
cTaBeHO 3a Kpema ,,Silkis®.

ITpu te3u obcrosteactBa High Court of Justice (England & Wales), Chancery
Division (Patents Court) peliaBa Aa Clipe IPOU3BOACTBOTO U Aa mocTaBu Ha Cbaa
CAEAHUTE TIPEIOAMLIMAAHU BBIIPOCH:

»1) Koraro OCHOBHMST maTeHT 3aKpMAsI BTOPa MEAMLMHCKA YIoTpeba Ha AaAeHa
aKTMBHA CbCTAaBKa, KaKBa € AeDUHULMATA HA MOHATUETO ,MIPOAYKT®, KOETO Ce
ChABDPKA B YAeH 1, OykBa 6) or PeraameHT [Ne 1768/92], 1 mo-KOHKPETHO Tasu
yrnoTpeba Ha AKTMBHATA CbCTABKA IPEACTaBASBA AU HEpasA€AHa 4acT OT
AeDUHMIIMATA HA TIOHSTUETO 3a ,TIPOAYKT” IO CMUCHAA Ha peraaMeHTa?

2) (3HavaBa AU MOHATUETO ,KOMOMHALMA OT AKTMBHU CHCTABKU HA AEKapCTBEH
MIPOAYKT" IO CMUCBbAA Ha uAeH 1, 6ykBa 6) oT Peraament [Ne 1768/92], ue Bceku
KOMITOHEHT OT Ta3y KOMOMHaIUs TpsOBa Aa MMa TEPANeBTUYHO AEHCTBUE?

3) Haauue Au e ,xoMOMHaUMsI OT aKTMBHM CbCTaBKU Ha A€KapCTBEH IPOAYKT®,
KOTr'aTO AAA€Ha KOMOMHALMA Ce ChCTOU OT ABa KOMIIOHEHTA, EAUH OT KOUTO €
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BEI[ECTBO C TepameBTHYeH e(deKT 3a ONpPEeAeAeHO IIOKa3aHue, a Apyrara
MO3BOASIBA NTOAYYABAHETO Ha raaeHMYHa ¢GopMa Ha AEKapCTBEHUs NPOAYKT,
KOSATO IO IpaBU Mo-epMKaceH 3a TOBa MToKasaHue?

C nmucmo ot 6 1oHu 2006 r. cekperapuaThT Ha CbAa M3Ipallja A0 Ipernpaiialiara
IOPUCAMKLMS TIperic oT PemeHuero orT 4 mait 2006 r. mo paeao Massachusetts
Institute of Technology (C-431/04, Recueil, ctp. 1-4089), KaTo s TpMUKaHBa Aa o
YBEAOMU AAAU B CBETAMHATa Ha TOBa pelleHue Bb3HaMepsBa Aa MOAABPXKA
MPEAULIMAAHOTO CU 3allUTBAHE.

C nucmeno cpoOueHue, nocrbmvao B Chaa Ha 9 maprt 2007 r., mpempaijaigara
IOPUCAMKLIMA TO YBEAOMsBa, 4e ¢ PemeHue or 2 HoemBpu 2006 r. e OTTerAmaa
BTOPUS M TPETUA BBIPOC OT CBOETO NPEAMLIMAAHO 3allUTBaHE, HO IOAADBPKa
ITbPBUSL BBIIPOC.

Eto s3amo CbABT cAepaBa Aa ce IpOM3HECe CaMO IO IIbPBUA BBIPOC OT
MPEIAULIMAAHOTO 3alIUTBAHE,

Ilo mperopMIMarHUA BBIPOC

B cporBercTBUe C uAaeH 104, maparpad 3, mppBa aauHea ot [lpoueaypHus
MPABMAHUK, KOTQTO OTTOBOPBT Ha MPEAMLIMAAEH BBIIPOC C€ HaAara HeABYCMUCAe-
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HO OT CbaeOHaTa mpakTMka, CBABT, CA€A M3CAYLIBAaHe HA T€HEPAaAHMs aABOKar,
MO’Ke 1O BCAKO BpeMe Aa Ce INMPOM3HECe ¢ MOTHMBMPAHO OIpPeAEA€HMe, C KOeTO
mpemnpaija KbM CbOTBETHaTa CbhA€OHa NMpakTMKAa. CBABT CUMTA, e CAYYASIT IO
FAQBHOTO NPOM3BOACTBO € TaKbB.

CaepBa A2 Ce HAalOMHM, Y€ N0 CMMCbAA Ha 4aeH 1, 6ykBa 6) or PeraameHT
Ne 1768/92 mop, ,MIPOAYKT” ce pa3bupa aKTUBHATA CbCTAaBKa MAM KOMOMHALMATA OT
aKTUBHU CbCTaBKU Ha A€KAPCTBEH TPOAYKT.

B toBa otHomeHue ot PeueHuero mo Aeao Massachusetts Institute of Technology,
IIOCOYEHO II0-Tope, ¥ MO-CIeMAAHO OT To4ukM 19, 21, 23 u 24 oT Hero, caeaBa SICHO,
4e IOHATUETO ,IPOAYKT®, KOETO ce ChABPKAa B yAaeH 1, 6ykBa 0) ot PeraameHt
Ne 1768/92, TpsabBa A2 ce TBAKYBa CTPUKTHO KaTO ,aKTMBHO BELIECTBO MAU KaTo
,AKTUBHA CbCTaBKa".

, Y€ TIOHSTU LI KT“ HEe MOK€ AA BKAIOYBA TepaleBTUYHATA
OT TOBa cAeABa, 4e MOHATUETO OAVKT
ynorpeba Ha AaA€eHa aKTMBHa CbCTaBKa, IPEAMET HA 3aKPMAA OT OCHOBHMS ITATEHT.

Hewo mnoBeye, CBLUIOTO TBAKYBaHe MOXe Aa Obae u3BepeHo oT Touka 20 OT
Peutennero ot 19 okromBpu 2004 r. mo aeao Pharmacia Italia (C-31/03, Recueil,
crp. 1-10001), mo cmucbaa Ha Koeto CBHABT € MpeLeHUA, Y€ ,ONPEACASIIUAT
KPUTEpUIT 32 U3AABAHETO HAa CEPTUPUKATA HE e MPEeAHa3HAYEHUETO Ha AEKapCTBe-
HUS IIPOAYKT U [...] 4e MpeAMeTDhT Ha 3aKpPHAATa, MPEAOCTABEHA CbC CepTU(UKATA,
Ce OTHacsA AO BCSKA YNMOTpefa Ha IPOAYKTA B KayeCTBOTO MY HA A€KapCTBEH
MPOAYKT, 6e3 pa TpsaOBa paa ce NMpaBu pasAMKa MeXAY ymoTpebaTa Ha CbLMA B
KaueCcTBOTO MY HAa A€KapCTBeH NPOAYKT 34 XOpa M 3a BETEPUHAPHU HYXKAU.”
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CAeAOBaTEAHO Ha MPEAVLIMAAHMS BBIIPOC CAEABA CE OTTOBOPH, Y€ 4AeH 1, Oyksa 6)
ot PeraameHnt Ne 1768/92 TpsibBa pAa ce TbAKYBA B CMUCBA, Y€ KOTaTO OCHOBHMAT
MATEeHT 3aKpUASl BTOpa MEAMLIMHCKA YIoTpeba Ha Aap€Ha aKTMBHAa CbCTaBKa, Tasu
ynoTpeba He e HepaspeAHa YacT OT AePUHULIMATA Ha TIPOAYKTA.

ITo cpAeOHUTE pa3HOCKHU

C OTA€A Ha O6CTOHTeACTBOTO, 4e 3a CTPpaHUTE II0 TAAaBHOTO IIPOU3BOACTBO
HaCTOALIOTO AEAO IIPEACTaBAABA OTKAOHEHME OT obuyaTHu XO0A Ha IIPpOU3BOA-
CTBOTO IIPEA IIperpalainara vpUCAUKLNA, IOCAEAHATA CAEABA Aa C€ TIPOU3HECE I10
C’bAe6HI/ITe Pa3HOCKH. PaBXOAI/ITe, HalipaBeHU 3a IIPEACTaBAHE Ha CTAHOBUILA IIPEA
C’bAa, Pa3AMYHU OT TE€3U Ha ITOCOYCHUTE CTPAHU, HE ITOAAEXKAT Ha Bb3CTAaHOBABAHE.

o usAokeHuTe CroOpakeHuss ChABT (OCMU CBCTAB) peIlI:

Yaen 1, oykBa 6) or Peraament (EMO) Ne 1768/92 na CwbBeta ot 18 1oHuK
1992 ropAuHA OTHOCHO CHh3AQBAHETO HA CEPTUPMKAT 3a AOMBAHUTEAHA 3aKPUAQ
HAa AeKapCTBEHNTE MPOAYKTHU B PEAAKIMSATA MY, HPOU3THIAINA OT AKTa OTHOCHO
ycAOBuUSITa 3a mpucbepAunsiBaHe Ha Penybauka ABcrpmus, Pemybamka Ouuaa-
HAuA u KpaacrBo llBenmss um npomenn B YYpeAUTEAHUTE AOTOBOPM HA
EBpomnelickus cbios, TpAGBa pa ce ThAKYBa B CMMCBA, 9€ KOIaTO OCHOBHUST
NaTeHT 3aKpMAs BTOpa MEAMITMHCKA YHOTpe0a Ha AaA€HA aKTHBHa ChCTaBKa,
TasM ymoTpeb0a He IPEACTABAsBA Hepaspe€AHA 4YacT OT AepMHUIMATA Ha

NPOAYKTa.

IMoanucu
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