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Applicant and Appellant in the appeal on a point of law,

Vv
1. Mansory Design & Holding GmbH, [...] Brand,
2.  WH,[...] Brand,
Defendants and Respondents in the appeal on a point of law,
[...][Or. 2]

Further to the hearing of 14 November 2019 [...], the First:.Civil Chamber of the
Federal Court of Justice

makes the following order:

The proceedings are stayed.

The following questions are refepredyto the Court,of Justice of the European
Union for a preliminary ruling on the interpretation of Article 11(1) and the
first sentence of Article®1(2),%as well"was of Article 4(2)(b) and
Article 6(1)(a) of Council Regulatien*(EC) No 6/2002 of 12 December 2001
on Community designsi(OJ 2002 L 3):

1.

Can unregistered:Community ‘designs in individual parts of a product
arise as a result, of, disclesure of an overall image of a product in
accordance withwArticlesdd(1) and the first sentence of Article 11(2) of
Regulation (EC),N0'6/2002?

Iif Questioned is answered in the affirmative:

What, legal_criterion is to be applied for the purpose of assessing
individual character in accordance with Article 4(2)(b) and Article 6(1)
of Regulation (EC) No 6/2002 when determining the overall
impression of a component part which — as in the case of a part of a
vehicle’s bodywork, for example — is to be incorporated into a
complex product? In particular, can the criterion be whether the
appearance of the component part, as viewed by an informed user, is
not completely lost in the appearance of the complex product, but
rather displays a certain autonomy and consistency of form such that it
[Or. 3] is possible to identify an aesthetic overall impression which is
independent of the overall form?

Grounds:



FERRARI

A. The applicant, which is established in Italy, manufactures racing and sports
cars. Its current top-of-the-range model is the Ferrari FXX K, which was
manufactured in only very limited numbers and is designed for use on racetracks
only; it is not approved for use on public roads. The Ferrari FXX K was first
unveiled to the public in a press release issued by the applicant on 2 December
2014, which contained the following images (one side view and one front view).

The limited edition was sold out in a few
car. There are two variants of the mod ifferin appearance only in so far
as on one, the bottom part of the ‘V’ tha
painted the same colour as the ca
illustrated in the images below:

e ‘V’ is painted black, as
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separately: ‘front ki roof cover’ and ‘rear wing’. The first
defendant distribu ersions of the ‘front kit’, one with a
completely d the bonnet and one with a ‘V’ that is only
partially fi conversion, which costs approximately
EUR 143 g most of the visible body panels. The first
defen conversion at the Geneva Motor Show in March
20 sory Siracusa 4XX’, as illustrated in the image below.

r.
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The applicant contends that components offere fringe an

unregistered Community design that subsists i i section of the car
comprising the V-shaped element that cur f the bonnet on
the Ferrari FXX K, the fin-like element_ prot the,centre of that element

(claimed design 1); that that seC ee a unit that shapes the individual
features of the Ferrari FXX K, while g,same_time creating an association with
an aircraft or Formula 1 ¢ aimed design 1 arose on publication of the
press release on 2 Dece

The applicant fu
design for the, f

e alternative, an unregistered Community
in its favour on publication of the press
he very latest, on the release of a film entitled
‘Ferrari F ing Of” on 3 April 2015 (claimed design 2), that has

also b

claim, in the further alternative, on an unregistered
laimed design 3) in respect of another image depicting the
ew, also contained in the press release of 2 December 2014 and
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In the fourth place, the applicant alleges that it 4s entitled“\tosprotection against
imitation under the law on fair trading practices, and, that the ‘Ferrari"'FXX K has
individual character in respect of the three defining features\of the front section.

In the proceedings at first instance, themapplicant sought an EU-wide injunction
against the making, offering, putting on the market, importing, exporting, using or
stocking of the attachments, and /made a‘number,oftassociated requests (rendering
of account, recall, destruction and, determination,of damages). The Landgericht
(Regional Court) dismisseddthe action,

In the appeal proceedings,andgin viewnof the fact that the protective rights
claimed were to expire.on 3,December, 2017, the applicant declared the dispute to
have been settled T partuin ‘the“main issue: first, in respect of the injunction
application, inasmuch“as ywas:based on Community design rights, and, second,
in respect ofythenassociated requests for recall and destruction. The defendants
concurred with the declaration of partial settlement.

In the @ppeal’proeeedingsy the applicant, in so far as is relevant for the reference to
the Court of Justice,of the European Union, requested that the judgment at first
instance,bewvaried by claiming that the court should:

find'the defendants jointly and severally liable for damages for all its losses
past and future incurred by reason of the fact that, up to 3 December 2017,
the defendant

made, offered, put on the market, imported, exported, used or stocked for
those purposes, as attachments for cars within the territory of the European
Union, ‘front kits’ which, irrespective of the colour, are configured in the
middle section as outlined in dashed red lines in the following images: [Or.
8]
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with t llowing design features:

1

a V-shaped element along the centre of the entire bonnet to create the
illusion of the cockpit extending forwards and the impression of a raptor’s
head, with the V-shaped element forming a curved beak and the upper
section at least in a dark colour;

a fin-like element protruding from the centre of that element and fitted
lengthways;

Anonymised version
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3 afront lip spoiler,

3.1 the upper lip of which, painted in the same colour as the bodywork,
extends over approximately half the width of the car and is connected
via a central vertical bridge to the bonnet,

3.2 the lower lip of which is painted a contrasting colour and is wider than

the upper lip,

3.3 whereby there is a horizontal slit between the upper lip the lower
lip,

3.4 whereby the upper lip is embedded in the lower | t both lips

form a continuous surface;
in the alternative:

used, as attachments for sports cars throughout i uropean
Union, ‘front kits’, ‘rear wings’, ‘side sets’ a r with a two-
digit number applied to the door of the sp i tive of [Or. 9]
the colour, are configured in such a wa

with the following design features:
1 to 3.4 [as in the main claim]

4 abasic sports car design with a flat nose and raised tail, the upper outline of
which resembles a soft curve with an almost continuous alignment along the
entire length of the car;

5  adark sunken cockpit with a lens-shaped side window;
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6  front headlights on each side of the top of the front section, optically
extending backwards as far as the wings;

7 a large air intake in the rear section of the door;
8  alarge number painted on the door in a sans serif italic font;

9  a downward curve on the side of the car starting behind the front wheel,
dropping 45° and then extending upwards in a thin line to the top third of the
rear wheel;

10 afin with a short, stubby spoiler extending sideways from theyfin ateach top
corner of the tail.

The applicant’s appeal was unsuccessful [...]. The applieant'is pursuing itsiclaims
by way of the appeal on a point of law which the chamber ‘grantedit leave to
bring. The defendants contend that the appeal _ona, pomtyofilaw .should be
dismissed.

B. The success of the appeal on a point of Taw “regarding the ‘elaims based on
infringement of unregistered Community, designs depends‘upon the interpretation
of Article 11(1) and the first sentence of ArtiCle 11(2), as‘well as of Article 4(2)
and Article 6(1) of Regulation (EC) No 6/2002%on /Community designs (‘the
Community Design Regulation’)..JOr."40}\For that reason, prior to a decision on
the appeal, the proceedings.are to“be stayedyand a preliminary ruling is to be
obtained from the Court of Justice ofsthe European Union pursuant to the first
paragraph, under (b), and,the.thirdyparagraph of Article 267 TFEU.

I. The court of appeal found the elaims put forward under Community design law
to be unfounded, holding in thatregard as follows:

Claimed design,1 had,not arisen, as the applicant had failed to show conclusively
the mimimum, requirement, of a certain autonomy and consistency of form. It
merely refers,to.an arbitrarily defined section. Even if one accepted that the front
is viewed as ‘a “face’; that would include components not included by the
applicant, ‘mamely, the ‘eyes’ (headlamps) and ‘jaws’ (side ends of the spoiler).
Likewise), claimed design 2 does not subsist, due to the lack of consistency of
form.“Although claimed design 3 may be assumed to exist, it is not protected
suffictently broadly to justify an assumption that there has been an infringement.
The degree of freedom of the designer of the Ferrari FXX K was so restricted due
to the design density that only average protection can be assumed. By that
standard, there is insufficient correspondence in the overall impression.

Il. The success of the appeal on a point of law depends, as regards the claims
based on infringement of unregistered Community designs, upon the interpretation
of Article 11 as well as of Article 4(2) and Article 6(1) of the Community Design
Regulation, which need to be clarified in terms of the question of whether and

10
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subject to what requirements an unregistered Community design can subsist in
component parts of a complex product.

1. The sections of the Ferrari FXX K car claimed by the applicant as designs
(claimed designs 1 and 2) are component parts of a complex product within the
meaning of Article 4(2) of the Community Design Regulation. [Or. 11]

(@) Article 3(b) of the Community Design Regulation defines a product as any
industrial or handicraft item, including inter alia parts intended to be assembled
into a complex product, packaging, get-up, graphic symbols and«typographic
typefaces, but excluding computer programs. Article 3(c) of the Community
Design Regulation defines a complex product as a product which is,composed of
multiple components which can be replaced permitting .disassembly and re-
assembly of the product. In the absence of any definition 6f the term “eomponent
part’ in the Regulation, it must be understood in accerdamceé» with itsiusual
meaning in everyday language (judgment of 20 Becember, 2017, Acacia and
D’Amato, C-397/16 and C-435/16, EU:C:2017:992, paragraphi64)s lt‘is through
the words ‘component parts of a complex product™thatythe, Community Design
Regulation covers multiple components, inténdedito be‘assembled into a complex
industrial or handicraft item, which can be‘replaced, permitting disassembly and
re-assembly of such an item, without whieh“the complex product could not be
subject to normal use (judgment of 20 December 2017, Acacia and D’Amato,
C-397/16 and C-435/16, EU:C:2017:992,paragraph 65).

(b) On that basis, the section“ef the FerrariyFXX"K car comprising the V-shaped
element that curves down to the fromt of the bonnet, the fin-like element
protruding from the_centte of that'element and fitted lengthways (‘strake’), the
front lip spoiler integrated mtosthe bumper and the vertical bridge in the centre
connecting the front, speiler, te the“bonnet, which section is claimed by the
applicant as claimed design,1, 1sha component part of a complex product. That
section comprisesiparts, intended to be assembled into an industrially produced
car, which can be replaeced permitting disassembly and re-assembly of the car,
without whieh the ear could not be subject to normal use. The same applies to the
parts,claimed by the applicant as claimed design [Or. 12] 2 (front lip spoiler of the
FerrarhFXX K).

258In‘thiswdispute, the question that requires clarification is whether and subject to
whatrequirements part of the bodywork of a vehicle qualifies as a component part
of a complex product and can be protected as an unregistered Community design.

(@) The first question that requires clarification is whether publication of an
overall image of a product can give rise to an unregistered Community design in
individual parts of the product (Question 1).

(aa) Article 11(1) of the Community Design Regulation states that a design which
meets the requirements under Section 1 of the Community Design Regulation is to
be protected by an unregistered Community design for a period of three years as

11
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from the date on which the design was first made available to the public within the
Community. The first sentence of Article 11(2) of the Community Design
Regulation states that a design is to be deemed to have been made available to the
public within the Community if it has been published, exhibited, used in trade or
otherwise disclosed in such a way that, in the normal course of business, these
events could reasonably have become known to the circles specialised in the
sector concerned, operating within the Community. Article 3(a) of the Community
Design Regulation defines a design for the purposes of the Regulation as the
appearance of the whole or a part of a product resulting from the features of, in
particular, the lines, contours, colours, shape, texture and/or matérials of the
product itself and/or its ornamentation.

(bb) The chamber has ruled in respect of registered designs thatwprotection for
parts or elements of an overall product does not arise from‘a design, registered-as
an overall product under design law harmonised in EU law,undef the €ommunity
Design Regulation and Directive 98/71/EC. It doesenot follow frem thewording
of either the Community Design Regulation or Directive*98/71/EC that protection
can be claimed for parts or elements of a registered designy,[Ox. 13]. Nor is
protection needed for parts or elements of a desigh,as, accordingito the definition
in Article 3(a) of the Community Design Regulation, it isialso’ possible to obtain
protection as a design for the appearance ofiparts or elements of a product [...]. In
the interests of legal certainty, only the appearance,of part of a product applied for
and registered as the appearance of ‘part,of a ‘product is to be protected as a
registered design. That requirement,ensures ‘that the interested public can search
the design register and reliably identify, what is protected by a design, whereas if
parts of registered designs could be protected as designs, it would often be unclear
whether and to what extent, partsyof a registered design qualified for that
protection. Applicants ‘aresable and can be reasonably expected to clarify whether
protection is sought for ‘the “appearance of a (whole) product or for part of a
product [...].

(cc) Itaisyperfectly clearfrom Article 3(a) of the Community Design Regulation
that an unregisteredh,Community design can also subsist in part of a product.
However, if the,image of an overall product for the purposes of Article 11(1) of
thesCommunity Design Regulation is made available to the public, rather than the
imagesefthe part of the product, the question arises, as for registered designs, as to
whether that disclosure can give rise to an unregistered Community design for
parts ‘ofsthe “overall product shown. The chamber is inclined to the view that
disclosure of the image of an overall product can only give rise to an unregistered
Community design for the overall product and not for its parts. That view
promotes legal certainty, as it makes clear that separate disclosure [Or. 14], for
example by providing an image of the individual part or marking it on the overall
image, is necessary in order to claim protection for parts of a product [...].
Another view would be that disclosure of an overall product can include
disclosure of, and thus establish protection for, the product’s components,
provided that specialised circles recognise that such disclosure establishes
protection [...]. However, the ability to determine if it has a recognisable effect of

12
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establishing protection, for example in light of whether parts can also be used in
other products [...], is vitiated by considerable uncertainty.

Question 1 is not adequately clarified by the Court of Justice of the European
Union in a judgment delivered in proceedings to have a registered design declared
invalid (judgment of 21 September 2017, Easy Sanitary Solutions and EUIPO v
Group Nivelles, C-361/15 P and C-405/15 P, EU:C:2017:720).

(b) Inasmuch as the disclosure of an image of an overall product may also
establish protection for parts of the product, it is also necessary te clarify the
requirements subject to which an unregistered Community design“may arise for
parts of a product (Question 2).

(aa) Article 4(1) of the Community Design Regulation states that aydesign. is toybe
protected by a Community design to the extent that it iS\new,and has individual
character. Article 4(2) of the Community Design Regulation, states that,a design
applied to or incorporated in a product which constitutes ascomponent part of a
complex product is to be considered to be new andyto have, individual character
only (a) if the component part, once it hagsbeen, incorporated-into the complex
product, remains visible during normal use of the ‘product, and (b) to the extent
that those visible features of the component partsfulfil in themselves the
requirements as to novelty and individuah, character. Article (4)(3) of the
Community Design Regulation statessthat [Or. 15]"normal use means use by the
end user, excluding maintenance, ‘servicingwor repair work. Article 6(1)(a) of the
Community Design Regulation states that an unregistered design is to be
considered to have individual character 1f.the overall impression it produces on the
informed user differs from, the overall impression produced on such a user by any
design which has been ‘made,availableto the public before the date on which the
design for which'protection is,Claimed has first been made available to the public.

(bb) Oncef they “have Dbeen “incorporated into the cars manufactured by the
applicant, the parts of the bodywork which the applicant claims are unregistered
Community,designs, are, visible during normal use of the product, and thus the
requirement of,Article4(2)(a) of the Community Design Regulation is met.

(ce)Mn the ‘case of a component part which is to be incorporated into a complex
producthsuch asthe car bodywork parts at issue in this dispute, the question arises
as tonthe legal criterion by which the overall impression should be determined
when examining individual character within the meaning of Article 4(2)(b) and
Article 6(1)(a) of the Community Design Regulation.

Individual character exists if the overall impression produced by the component
part on the informed user differs from the overall impression produced by a
different component part. A design applied to or incorporated in a product which
constitutes a component part of a complex product is considered to have
individual character if the component part, once it has been incorporated into the
complex product, remains visible during normal use of the product (as is the case

13
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here), and to the extent that those visible features of the component part fulfil in
themselves the requirements as to individual character. This means that the overall
impression produced by these visible features of the component part on the
informed user must differ from the overall impression produced on such a user by
the visible features of a different component part. According to the case-law of the
chamber, the function of a design is to stimulate an aesthetic feeling through its
effect on the sense of shape (and colour) of the person viewing the product [Or.
16]. Therefore, the consistency of the overall impression cannot be judged
independently of how the product is viewed during normal use [...].

The chamber has ruled in respect of registered designs within the meaning of
Paragraph 1(1) of the previous version of the Gesetz lber dengechtlichen,Schutz
von Design (GeschMG) (Law on the Legal Protection of Dgsigns)ithatia part,of a
registered design could qualify separately for design protection, inasmuch as, of
itself, it fulfilled the requirements of novelty and individual character and
displayed a certain autonomy and consistency of form,suchythat ttwas possible to
identify an aesthetic overall impression of the “sub-assemblysawhich was
independent of the overall form [...]. Howevéh, it is'no longet possible to apply
those criteria to registered designs under design law harmonised‘in EU law under
the Community Design Regulation and Directive 98/71/EC, as they do not allow
partial protection to be derived from a tegistered design fusg]. [OF. 17]

In the chamber’s view, in the case ofan unregistercd design of a component of a
complex product also, the compenent “part, may only be considered to have
individual character where(the*appearance of the’component part as viewed by an
informed user is not completely lost in the appearance of the complex product, but
rather displays a certain autonemy and consistency of form such that it is possible
to identify an aesthetic'overall impression that is independent of the overall form.

[...]
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